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COMMON MARKET PATENT AND TRADEMARK TREATIES 
OPEN OR CLOSED‘ 


By Stephen P. Ladas* 


As is generally known, the Governments of the member coun- 
tries of the Common Market are preparing, through their own 
experts, Conventions for the creation of Common Market Patents 
and Trademarks. These projects are surrounded by a dense at- 
mosphere of official secrecy. However, this has been dispelled in 
some respects by official declarations and addresses before in- 
terested groups. 

It is not my object here to deal with the projects as a whole. 
One may be permitted to have a mental reservation on the ad- 
visability of attempting to create Common Market Patents and 
Trademarks before harmonizing the law of the member countries. 
One wonders whether the Council of Europe has not been fol- 
lowing a more practical and wise course by the conclusion of 
Treaties harmonizing gradually patent law on specific aspects. 
One wonders also why there should be an attempt at creating 
Common Market Trademarks, in view of the existence of the 
International Registration of Trademarks under the Madrid 
Arrangement, to which all six Common Market countries are party. 

It is said that the unification of the Patent system in the 
Common Market is a necessity because of the multiplication of 
inventions and the breaking down of the national Patent Offices 
due to their inability to find and retain personnel capable of 
coping with the increased volume of work. But could this problem 
not have been resolved in other ways, such as a single search in 
a single or a central Patent Office? 





+ 800.42—oTHER STATUTES—FOREIGN LAW—TREATIES. 

* Partner, Langner, Parry, Card & Langner; member of the New York Bar; 
chairman, International Commission on Industrial Property of the United States Council 
and the International Chamber of Commerce; Treasurer-General, International Associa 
tion for the Protection of Industrial Property; Secretary, International Patent & Trade- 
mark Association. 
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It is said also that not only a Common Market but a common 
economic and political life is emerging. A mass production in- 
dustry is replacing the pre-war system of Europe. Labor is 
moving freely from one country to another. Commerce is creating 
one of the most productive areas in the world. A degree of po- 
litical integration is needed to fit this picture and the unitary 
laws are means for facilitating such political development and for 
eliminating the dangers and shackles of uncontrolled nationalism. 


Industrial property lends itself to such unification. But is this 


object accomplished if national legislation is retained side by side 
with supranational legislation in the same field? 

However, | propose to deal with a single object only. This 
concerns the question of accessibility to the proposed Conventions 
of the Common Market. Is this to be restricted to nationals of 
the member countries or should it be open to nationals of non- 
member countries and, particularly, to all persons entitled to the 
benefits of the International Paris Convention? 

It is obvious that, if the Common Market countries should 
close their national Patent Offices and put an end to national filings 
of patents and trademarks, they certainly would have to permit 
all nationals of the Paris Convention to enjoy the benefits of the 
Common Market Treaties. The national treatment clause of the 
Paris Convention would make this unavoidable. Should the fact 
that the members of the Common Market maintain their Patent 
Offices and their national legislation change this situation? 

It may be noted, first, that the principal object of the adoption 
of Common Market Patents and Trademarks is to create single 
and unitary rights for the whole of the Common Market territory 
and abolish the private frontiers established by the national rights 
in member countries, which may prevent the free movement of 
goods and services throughout the Common Market. Would not 
this object be largely frustrated through the exclusion of for- 
eigners from the right to obtain Common Market Patents and 
Trademarks? 

It is well-known that in many countries of the Common Market 
between sixty (60) and eighty (80) percent of the patents filed 
are by foreigners. Even assuming that this percentage includes 
patents applied for in each of the member countries by nationals 
of the other member countries of the Common Market, still, there 
is a substantial number of patents filed by nationals of non- 
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member countries. Thus, persons foreign to the Common Market 
would still file for patents in each of the member countries and, 
thus, create private frontiers impeding the movement of goods— 
if they are not allowed to apply for Common Market Patents. 

Those who advocate that accessibility to the Common Market 
Patents and Trademarks should be restricted to the nationals of 
such countries, bring forward several arguments in support of 
this position. Let us examine these arguments. (1 shall speak 
hereafter of patents only, for convenience purposes, but, of course, 
the same thing applies to trademarks.) 

First, a juridical argument is advanced. Member countries of 
the Common Market, it is said, are creating a supranational regime 
for patents and they are giving up part of their sovereignty by 
undertaking to permit and enforce patents granted by suprana- 
tional authorities. Under the circumstances, it cannot be expected, 
it is argued, that these countries will give up their sovereign rights 
on behalf of a national of a non-member country. 

This argument does not stand analysis. A national of a non- 
member country would also accept the jurisdiction of a supra- 
national authority rather than that of the national authorities 
of each member country. If the member countries abolished their 
national Patent Offices and maintained only a European Patent 
Office, they would necessarily admit foreigners to apply to such 
European Office. What becomes, then, of the juridical argument 
advanced? Why should the temporary decision to maintain also 
the national Patent Offices change the juridical position? 

Secondly, a political reason is given. If Common Market 
Patents, it is said, could be applied for by nationals of non-member 
countries, these latter countries would have no inducement to 
adhere to the Common Market Convention. 


This argument also is not convincing. A non-member country 


may adhere to such Convention, moved by the same reasons as the 
countries of the Common Market, i.e., to create a universal Patent 
system and to relieve its own Patent Office of the burden of 


handling a great flow of new inventions, national as well as foreign. 
The creation of Common Market Patents is advocated for the in- 
terest of the Common Market, and this interest exists, whether 
or not other countries adhere. 

At his recent address before the International Chamber of 
Commerce on November 24, 1961, Mr. Finniss used the example 
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of the Pan-American Convention of Buenos Aires of 1910, which 
he said is accessible only to nationals of the American Republics. 
This is not quite so. The Pan-American Convention of 1910 is not 
limited to nationals of the signatory countries. “Any person” 
who shall obtain a patent in any one of the signatory countries 
enjoys the benefits of the Convention. (See Ladas, The Interna- 
tional Protection of Industrial Property, page 770.) 

Furthermore, there is quite a difference between 1910 and 
1961. The reasons moving the Governments today to unify their 
law and procedure and to permit central filing of applications 
were not present in 1910. 

Thirdly, an economic argument is raised. It is said that the 
organization and functioning of international institutions, such 
as a European Patent Office and European Court, will entail heavy 
financial expenses and it is not normal to permit countries that 
are not sharing in this expense to enjoy the advantages of the 
system. This also is not persuasive. Many other institutions are 
created by the Common Market, the services of which will nec- 
essarily be available to foreigners. Furthermore, it should be 
permissible for nationals of non-member countries to pay higher 
fees for Common Market Patents than the fees chargeable to 
nationals of member countries. 

Fourthly, it is stated that the Paris Convention does not re- 
quire member countries of the Common Market to extend the 
benefits of the proposed Common Market Convention to all na- 
tionals of the Paris Convention. Reference is made to Article 15 
of the Paris Convention, which permits the contracting countries 
to enter into separate arrangements, provided these do not con- 
travene the Paris Convention. And the examples cited are the 
Arrangements of Madrid, The Hague, and Nice, which apply only 
to nationals of the countries which have ratified these Arrange- 
ments. 

This argument has an appearance of strength, but is it really 
sound? The above Arrangements, concluded under Article 15 of 
the Paris Convention, give to the nationals of the contracting 
countries special advantages not available under the Paris Con- 
vention and they do not contravene the purposes of the Conven- 
tion. The Common Market Treaties purport to create, in favor 
of nationals of the member countries, a new regime for patents, 
fundamentally different from that now available. Indeed, such 
Treaties will: 












Vol. 51 TMR COMMON MARKET PAT. & TM TREATIES 1207 














(a) grant provisional patents without examination into pat- 
entability, which will still be required under German and 
Dutch law; 






(b) grant such patents without the opposition procedure 
available under the German and Dutch Patent Law; 







provide that the scope of the Common Market Patent, 
with respect to the role of specifications and claims, will 
be different from the system now applicable under the 
national law of the six countries: 






(d) define the concept of novelty, which will be different 
from that which now exists under national law; 





(e) define the concept of patentability and patentable subject 
matter, which will be different from that of national law; 






(f) define the reasons and circumstances under which com- 
pulsory licensing may be issued for non-working of pat- 
ents, reasons of public interest and dependency on a prior 
patent, which will be different from those under national 
law; 









(g) provide for the duration of Common Market Patents, 
and their assignability and licensing, which will be dif- 
ferent from the provisions under national law. 






All of these changes will create a discriminatory regime 
against foreigners, whose rights under national law will be seri- 
ously affected in all these respects by the Common Market Patents. 






Therefore, foreigners will no longer enjoy national treatment, as 
provided for by Article 2 of the Paris Convention, because the 
treatment meted out to them under the preserved national system 
will not be the same as the treatment granted to nationals of the 
member countries of the Common Market, who may apply for and 
obtain Common Market Patents and, indeed, as the treatment 
which would be available to foreigners, if there were no Common 
Market Patents. 

The discrimination becomes much more obvious when one con- 
siders that large foreign corporations will doubtless establish sub- 
sidiaries or branches in the Common Market, which will be able, 
as ressortissants of the Common Market, apply for and obtain in 
their name Common Market Patents, while small and middle-sized 
corporations and individual inventors, who do not have the finan- 
cial or other resources to establish themselves within the Common 
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Market, will be deprived of the benefits of the Common Market 
Treaties. 

An international regime, which favors large industrial organi- 
zations and discriminates against individual inventors and small 
business, is unsound economically, socially and politically. 

Furthermore, a closed arrangement in the Common Market 
may provoke similar closed arrangements by other regional 
groups, such as the Scandinavian countries, the American Re- 
publics, African and Asiatic groups, and the like. This will en- 
courage divisional tendencies which, in the long run, may be fatal 
to the Paris International Convention. 


| 


; 
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TRADEMARKS: THE RIGHT TO USE vs. THE RIGHT TO 
REGISTER: THE DUNHILL CASE’ 


By Rudolf Callmann* 


Is there any theoretical or practical distinction in trademark 
law between the right to register and the right to use? This often 
repeated question’ should call for a negative answer. The fact 
remains, however, that these rights are neither co-terminous nor 
co-extensive. 

The right to register analytically derives from the common- 
law right to use and is dependent upon such use both in origin 
and existence.* Does this mean that a non-registrable mark can 
never be lawfully used? If so, then secondary meaning marks 
could never be registrable. And this is not so. Conversely, if 
trademark use is proper, then a denial or cancellation of regis- 
tration would be legal and logical error. The same holds true 
even though the applicant for registration or the registrant may 
only be entitled to concurrent use in a particular area.’ A court 
can properly grant injunctive relief against the use of a mark 
on the strength of an examiner’s rejection of the defendant’s ap- 
plication for registration.‘ 

A recent court decision’ supports the proposition that there 
still is a difference between the two rights even though the Lanham 
Act makes them “nearly but not completely coincident” with each 
other. In support of its rationale, the court cites those descriptive 
and geographical terms which, though non-registrable unless vested 
with secondary meaning, are nonetheless judicially protectable 
against deceptive or confusing competition. The court concluded 
that the Patent Office’s cancellation of the plaintiff’s registration 


t 750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER, 
* Member of the New York Bar. Author, “Unfair Competition and Trade-Marks,” 
2nd edition, Callaghan & Co., 1950, Supplement 1961. 


1. See, for instanee, LeBlane, The Lanham Act and the Right to Use v. The 
Right to Register, 39 Gro. L. J. 294 (1951); Lunsford, The Right to Use and the Right 
to Register—The Trade-Mark Anomaly, 43 T. N. R. 1 (1953); 48 TMR 130 (1958). 


2. For reasons of international equality and reciprocity, an exception is recog 
nized in the case of a foreign applicant whose application rests on his home registration; 
thus the requirement of use is suspended for “a reasonable period” (Paris Convention 
Art. 5). 

3. Cf. Oakford Co. v. Kroger Co., 157 F. Supp. 453, 48 TMR 941 (D. C., S. D. 
Tll., 1957). 

4. Pilgrim Laundry, Inc. v. Benwall Mfg. Co., Inc., 122 F. Supp. 708, 44 TMR 
1305 (D. C., E. D. N. Y., 1954) (re service marks PILGRIM and PILGRIM LAUNDRY). 

5. Lucien Lelong, Inc. v. Dana Perfumes, Inc., 138 F. Supp. 575, 46 TMR 304 
(D. C., N. D. Ill., 1955). 
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was not, in and of itself, dispositive on the issue of defendant’s 
alleged infringement, and therefore held that the denial of de- 
fendant’s request to stay the infringement suit pending the out- 
come of a cancellation proceeding in the Patent Office was proper.® 

Analytically, we must recognize the distinctions which derive 
from the nature and practical significance of these related and 
interlocking rights.” The right to use is basically much broader 
than the right to register. The former is the right to adopt and 
use any word, picture, phrase or symbol which may be selected 
from the vast treasure of language and imagination. The right 
to register is much more limited; it is conditioned not upon the 
applicant’s right to use but upon his actual wse; and for this 
reason the Patent Office requires the applicant to submit proof 
of such use—i.e. specimens of the mark as actually used. While 
actual use determines the right to register, registration creates 
a duty of continued use. 

A third right (without which the others would be valueless 
labels) is the right to exclude others from using the mark. How- 
ever, it is the peculiar nature of such incorporeal property as 
patents, copyright and trademarks that several persons may si- 
multaneously use it without excluding the one who may alone be 
entitled to use it. Notwithstanding this legal proposition, it is 
equally undeniable that such concurrent use by others tends to 
diminish and may eventually destroy the economic value and even 
the legal nature of the incorporeal property. A distinctive trade- 
mark may thus become undistinctive or even generic through its 
undisturbed use by others. It would seem, therefore, that the 
necessary concomitant of the right to use should be the right to 
exclude others from such use. In this respect the incorporeal 
property right does not differ from any other absolute right, be 
it corporeal property rights, like a house, or a personality right, 
like the right of privacy. To make such rights legally meaningful, 
they should be self-contained in the sense that the true owner 








6. Skil-Craft Corp. v. M. Lober §& Associates, 138 F. Supp. 313, 46 TMR 461 
(D. C., 8. D. N. Y., 1956). 

7. It need not disturb us that there might be a difference of opinion between the 
Federal courts and the Patent Office over such questions as distinctiveness and validity 
of a mark or the contention that many similar marks were registered or in use. Simi- 
larly, the conclusion that a particular mark may be a weak one, and thus entitled to 
very limited protection, which apparently concerns the authors of the articles cited in 
Note 1 above, is not relevant here. The situation is no different when, unhappily, two 
federal courts disagree. These are questions directed to the administration of the law; 
they are technicalities, which, though important in their practical effect upon the parties, 
do not affect the analytical distinction between the right to use and the right to 
register. 
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should be empowered to protect his right to use,® to wit, by ex- 
cluding others. The right to exclude can thus have broader scope 
than the rights to use or to register, if necessary for effective 
protection of the latter. Thus the trademark owner’s interest in 
using and registering his mark may be limited to the goods he 
actually makes or sells; the right to exclude, however, can extend 
to goods which are not only merely related though non-competitive 
but, as in the case of dilution, are entirely different. 

Hence, the right to use should bespeak a right to exclude 
others from use; they are, in a sense, two sides of the same coin. 
Both rights are critical on the issue of the right to register. For 
this reason, in passing upon an application for registration, the 
Patent Office examines the applicant’s claims of use and ownership 
and the distinctiveness of the mark and then inquires as to the 
nonexistence of conflict with other registrations. The same sort 
of examination is made by the courts when a user of a mark 
seeks relief against the use of an allegedly conflicting mark. 

It must be admitted that the three rights have different bases 
of origin. The right to use and the right to exclude others from 
use originate with and are affected by the user’s status as deter- 
mined by such general legal propositions as contractual relations, 
equitable considerations, tort and antitrust aspects, ete. In the 
same sense that the right to exclude others is the sole means of 
protecting the right of exclusive use, the right to register is aux- 
iliary to the other two rights; registration is a public proclama- 
tion by the first and exclusive user that he intends to exercise 
his right to exclude others who may desire to use the same or a 
similar mark in competition. The register notifies the public that 
certain exclusive marks are the preserve of others and Section 22 
of the Lanham Act stipulates that registration, at least on the 
principal register, “shall be constructive notice of the registrant’s 
claim of ownership thereof.” 

Section 2(d) of the Lanham Act, however, allows concurrent 
registrations of the same or similar marks for more than one 
registrant entitled to use such marks because of concurrent lawful 
use. On this analysis, a further logical progression is implicit, 
i.e., the recognition of co-ownership in trademark law. Thus, if 
several companies may properly use a mark because they are 
“related companies” each such user should be entitled to registra- 





8. With respect to the personality right we more properly refer to the right to 
enjoy, develop and display than the right to use. 
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tion. Registration is only declaratory of an existing right and 
does not create a new right. The register merely mirrors the 
legal position of the registrant as it originated from the only 
decisive factor our trademark law recognizes, viz., use. Regis- 
tration, if it is desired, follows use. Where such use is tainted 
or improper, registration should be denied or canceled; where 
use is lawful, registration cannot be denied. Use implies owner- 
ship. Whatever the language of the Trademark Act, co-use, 
wherever lawful, creates co-ownership.° 

We can therefore conclude that where there is actual lawful 
use plus the right to exclude others, the right to register is unde- 
miable. The right to use would thus render actual use lawful. 

The concurrent registration under section 2(d) of the Lanham 
Act is only one corollary of the doctrine that the right to register 
derives from the right to use. How should the Patent Office pro- 
ceed after a court ruling that, despite inevitable confusion, equi- 
table principles (e.g. laches), justify a defendant’s concurrent use 
of amark? The Patent Office met this issue in the Dunhill case°— 
an opposition proceeding between parties who had previously been 
litigants in an infringement suit. 

Alfred Dunhill of London, Ine., a Delaware corporation with 
offices in New York, has been the exclusive United States dis- 
tributor for the English firm since 1921. Under the famous 
DUNHILL name and trademark it has sold tobacco products, 
smokers’ articles, men’s jewelry, flat leather goods, canes, um- 
brellas, golf balls, razors, bar fixtures, gift items and many similar 


articles for sports and card games. Among its trademark reg- 


istrations of or including the DUNHILL name was one such regis- 
tration for men’s ties, the only registration in the clothing field. 
Defendant “Dunhill Tailored Clothes, Inc.” was incorporated in 
1923. No one named Dunhill had ever been connected with, or a 
member of, this firm. Defendant, using the words DUNHILL and 


9. The Patent Office has adopted the practice of registering both the parent and 
subsidiary company as trademark owners, when the new applicant submits a letter of 
consent from the registrant or proves that the registration has been assigned to the 
applicant and the registrations are under different trademark acts. Although this solu 
tion may be an expedient one, its logic is questionable. 

“A court of equity, in order to do justice, does not hesitate to disregard a corpo 
rate entity and to recognize that all the assets of a solvent wholly-owned subsidiary 
are equitably owned by the parent corporation.” Continental Distilling Corp. Vv. Old 
Charter Distillery Co., 188 F. 2d 614, 620, 41 TMR 34, 42 (App. D. C., 1950). With 
respect to the economic entity of parent and subsidiary corporations, see also Berle in 
47 Cou. L. Rev. 350 and the Deep Rock doctrine, ib. 800. 

10. Alfred Dunhill of London, Inc, v. Dunhill Tailored Clothes, Inc., —— F. 2d 

, 51 TMR 1178 (CCPA, 1961). 
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DUNHILL TAILORS, sold many items of clothing, haberdashery, men’s 
jewelry and the like. The District Court concluded that defendant 
had competed unfairly and had traded on plaintiff’s trademark 
and trade name rights and should, therefore, be enjoined. How- 
ever, the Court found that certain events, which had occurred 
between 1930 and 1956, justified the invocation of an estoppel 
based upon plaintiff’s acquiescence; plaintiff, for example, was 
long aware of defendant’s use of DUNHILL, there had been a rela- 
tionship between the two firms, almost equivalent to cooperation, 
friendly contacts between representatives of both firms, and one 
of plaintiff’s directors was also financially interested in and a 
customer and landlord of defendant. The injunction issued but 
expressly stipulated that defendant could continue to use the 
mark DUNHILL TAILORS on certain identified products for men in- 
eluding clothing.“ Prior to the commencement of this action, de- 
fendant had filed an application to register DUNHILL for men’s 
suits and overcoats, submitting, as a specimen, a DUNHILL label 
with the word Traitors beneath it and in smaller letters, and under 
it “New York.” The examiner deferred action on the application 
pending the outcome of the litigation and then, on the strength of 
the injunction described above, denied the registration. The ap- 
plicant then amended its specimen “by adding the word TAILors 
after the name DUNHILL,” pointing out that the injunction expressly 
permitted it to use the mark DUNHILL TAILORS on certain products 
for men including “clothing”. The Trademark Trial and Appeal 
Board dismissed the opposition.” 

On appeal, the Court of Customs and Patent Appeals noted 
that the District Court, although it had the power under section 
37 of the Lanham Act to “determine the right to registration”, 
had not determined this right, but had merely settled “the right 
to use.” The defendant’s right to continue its use of DUNHILL 
TAILORS was, it will be recalled, based upon opposer’s acquiescence 
which gave rise to an equitable estoppel, and it was recognized 
despite the evident likelihood of confusion. The Court of Customs 
and Patent Appeals therefore construed the District Court’s de- 
cision as follows: 


“Though it has not been so designated, it is apparent that 
what we have before us, at least with respect to right to use, 


11. Alfred Dunhill of London, Inc, vy. Dunhill Tailored Clothes, Inc., 119 USPQ 
325, 49 TMR 314 (D.C., 8S. D. N. Y., 1958). 
12. 124 USPQ 343, 50 TMR 518. 
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is a court-approved concurrent use situation. Two corpora- 
tions which have each been using pUNHILL for over a quarter 
century may, by judicial decree, both legally wse DUNHILL, 
applicant being subject to certain restrictions imposed for 
the protection of opposer, and opposer, correspondingly, re- 
strained from interfering with applicant.” 


The District Court circumscribed applicant’s right to use as 
follows: 

“That defendant may use the words DUNHILL TAILORS on 
or in connection with the advertising, offering for sale and 
sale, including use in its corporate title, of the following 
products for men, as such products are defined in the Findings 
of Fact filed herein, namely, clothing, jewelry, toiletries, hab- 
erdashery, flat leather goods, luggage and silent valets; 


“Provided, however, that when defendant so makes any 
use of DUNHILL TAILORS, the word TarLors shall always be hori- 
zontally juxtaposed to DUNHILL and shall always be in the 
same form, font, style, size and color and as prominent as 
DUNHILL, and provided further that defendant shall not use 
DUNHILL TAILORS in lower case type.” 


Reversing the Board, the Court of Customs and Patent Ap- 
peals concluded that this was essentially a Section 2(d) situation 
and that the board by merely dismissing the opposition had opened 
the path to registration of DUNHILL TAILoRs without any of the 
conditions and limitations “which the statute contemplates in the 
ease of concurrent registration.” 

It can be tenably argued that the description and drawing of 
the DUNHILL TAILORS mark, and the specific identification of the 
goods on which it could so be used, as prescribed by the District 
Court, exhausted the conditions and limitations imposed upon the 
applicant. More important, however, is the error of the Court of 
Customs and Patent Appeals in holding that the mark puNHILL 
TaILoRS should have been allowed as a concurrent registration 
under Section 2(d) of the Lanham Act.** Judge Martin’s concur- 
ring opinion properly notes that Section 2(d) is inapplicable be- 
cause neither the Commissioner nor a court has determined, as 
this provision requires, “that confusion or mistake or deceit of 


13. The Court also discusses the question whether the applicant is to be considered 
the “owner” of the mark DUNHILL TAILORS and satisfactorily concludes in the affirma- 
tive. Two parties can own and register the same trademark. 
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purchasers is not likely to result from the continued use of said 
marks.” Contrariwise, the use of the mark pUNHILL TAILORS for 
men’s clothing was allowed on equitable principles despite the 
patent likelihood of confusion. Judge Martin’s suggestion, how- 
ever, that the application for registration be rejected in its entirety 
is equally inconsistent with the legal situation. 

Applicant’s limited registration should have been granted not 
on the predicate of Section 2(d) of the Lanham Act, nor on the 
basis of what the District Court decided applicant had the right 
to do, but purely on the basis of what the applicant was factually 
doing. Once the Patent Office had found that the applicant’s actual 
use was in accord with his right to use, and that within the limits 
of the District Court’s decision he had the right to exclude others, 
i.e., except the opposer, registration of the mark DUNHILL TAILORS 
in connection with the goods specified in the decree could no longer 
be denied. True, as the Court says, the right to register does not 
necessarily result from the right to use. As indicated above, how- 
ever, the right to register is a necessary conclusion whenever the 
applicant has established a lawful actual use plus the right to 
exclude others. 
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TRADEMARK PROTECTION IN FOREIGN COUNTRIES! * 
By Eric D. Offner** 


[t seems natural to consider first the question of translation 
and transliteration of trademarks. It is generally known that it 
is important to choose trademarks which do not have embarrassing 
meanings in foreign languages. This point has been made many 
times in the past. However, in considering a worldwide filing pro- 
gram, I think that serious consideration should also be given to 
obtaining protection for the form of the mark in the language 
of the country in which registration is obtained. I wonder whether 
all of us consider securing registrations in katakana characters in 
Japan, Chinese characters in Taiwan, Korean characters in Korea, 
Hebrew characters in Israel, Arabian characters in Arabie and 
Persian speaking countries and so on and so forth. This does 
not always mean that a separate application need be filed. It is 
possible and advisable in many countries to combine in a single 
application both forms of the mark and in some cases where two 
transliterations are desirable, three forms of a single trademark 
may be protected by a single registration. 

This subject matter is also important in considering the 
chances of success in opposition, cancellation, technical trademark 
infringement and passing off actions. It is always important to 
determine how the respective trademarks might be pronounced in 
local dialects. In considering an opposition proceeding in Pakistan, 
for instance, I found that the translation of the respective marks 
to Urdu, Bengali and the Gujrati languages substantially increased 
our chances of success. All of us must always put ourselves in 
the position of people in the particular jurisdiction in which we 
are dealing and my trip to Europe last year confirmed that these 
conditions change rapidly and should be reflected in our “trade- 
mark thinking” as we try to solve particular problems in foreign 
countries. 

The second subject matter which I would like to consider 
are defensive registrations and reserve trademarks. These two 
concepts must be approached in considering foreign filing pro- 





+ 800.4—OTHER STATUTES—FOREIGN LAW. 
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grams in the context of the user requirements in foreign juris- 
dictions. All of us, of course, know that with very few exceptions 
there are no requirements to using a trademark in foreign coun- 
tries prior to filing. It will be appreciated that a bona fide in- 
tention to use the mark in the future is all that is necessary in 
most common law jurisdictions and no similar requirements what- 
soever are made in the majority of civil law jurisdictions. 

It is possible in many common law jurisdictions to register 
for defensive purposes an invented word which has become well 
known for goods entirely different from the goods on which the 
mark is used. I would characterize this practice as statutory ree- 
ognition of the doctrine of the well-known trademark as enun- 
ciated by leading British decisions. However, I do not think 
that defensive registrations are sufficient for important trade- 
marks. I would urge all interested to consider the advisability 
of securing reserve mark registrations in those jurisdictions having 
no requirements of use prior to filing and no requirements of use 
to maintain a valid registration. In those countries it is possible 
to select trademarks which are similar to the principal mark of 
the clients, usually the housemark, and by such means obtain 
a very broad ambit of protection. Normally, such reserve marks 
are registered for the same goods as the products of interest. 
If the mark is of sufficient importance, however, it may be ad- 
visable to register reserve marks in those jurisdictions, where 
some requirements for maintenance exist, but where it is unusual 
to enforce such requirements, for goods which are quite far re- 
moved from the goods of interest to prevent any form of dilution 
whatsoever. I submit that consideration of the advisability of 
such a filing program would be desirable. 

Another problem which is frequently encountered can be char- 
acterized as modernization of trademarks. Many companies who 
secured registrations some twenty, thirty or forty years ago have 
undergone considerable changes in regard to the use of their 
trademarks and new forms of marks are now in use. This in- 
variably creates a problem which was anticipated in the Inter- 
national Convention under the terms of which minor alterations 
do not create difficulties. 

There are countries however where a slight deviation in use 
from the form of the mark as registered is prohibited and such 
registrations have little, if any, value unless the new form of the 
mark is registered. 
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I am not suggesting that old registrations not be renewed. 
Many companies have had bitter experiences in dropping old reg- 
istrations before registering the new form of the mark. Inter- 
vening third party rights may cause considerable difficulties as 
may also questions of inherent registrability if the mark which 
was recently adopted should offend provisions dealing with the 
inherent registrability of the trademark. This oceurs often when 
a new Act is adopted that superseded the one under which the 
original registration was granted. 

One solution in most common law jurisdictions is to apply 
for the alteration of an existing registration. By this means the 
registrant maintains the old registration date, does not encounter 
objections on the issue of inherent registrability and is afforded 
protection in technical trademark infringement actions for the 
exact form of the mark which is currently in use. 

Another subject matter of particular interest to companies 
who sell their products in distinctive packages is the protection 
afforded to the configuration of goods. This subject matter has, 
of course, been of interest recently in the United States in view 
of the trademark protection given to a distinctive container, and 
many companies, regardless of whether or not the configuration of 
goods is registered as a trademark in the United States, can secure 
protection in foreign countries. It is submitted that registration 
of configuration of goods as a trademark is the broadest possible 
protection of an industrial property right. It can serve to offer 
a broad ambit of protection to prevent the use and registration 
of similar distinctive configurations of goods, and as a trademark 
registration can always be renewed, this form of industrial prop- 
erty protection can last as long as the proprietor desires. 

All of us are faced with problems of classification in foreign 
countries. It is important to remember that in many civil law 
countries the official classification of goods does not merely serve 
as a convenient index for the Patent Office, but it limits sub- 
stantive rights. This principle as enunciated in the MAIDENFORM 
decision in Colombia was reviewed in “The Trademark Reporter” 
(48 TMR 932). In the MameENForM case, the registrant could not 
succeed in an opposition against an application for the identical 
mark for very closely related goods which belong to another 
class. I was handling a similar case in Colombia when the Su- 
preme Court decision on MAIDENFORM was rendered, and I am 
pleased to be able to advise that the Colombian Supreme Court 
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has given judicial recognition to the concept that a registration 
in one class may constitute a bar to the registration of the identical 
mark in a different class. I should explain that the principle of 
stare decisis is unknown in Colombia and that the introduction 
of numerous decisions in other countries, particularly Argentina, 
whose trademark statute inspired the present Colombian law, 
enabled me to succeed before the same court that earlier in the 
same year reached a different result under identical facts. You 
can cite this case as the DAN RIVER decision, and recently the DAN 
RIVER doctrine has been extended to apply to marks similar to 
the plaintiff’s trademark in the DAN couvEeR ease (51 TMR 574), 

One often is advised that in countries where trademark use 
has commenced, the filing of trademark applications can be de- 
ferred. Generally speaking, a foreign filing program should be 
dictated by commercial needs, within the frame of reference that 
there are many jurisdictions where the remedy of a prior user 
is either unknown or very difficult to establish. I should caution 
you of many unusual circumstances such as a concept in a civil 
law jurisdiction where use of a trademark for a period of more 
than six months may bar the right to file opposition even though 
a prior user of less than six months could prevail. 

Foreign search programs also present peculiar problems. In 
Switzerland, for example, when one instructs a search the Swiss 
Associate contacts the Patent Office and an Examiner in a trainee 
position furnishes a search report. When the trademark appli- 
eation is filed the examination by the Patent Office is done by an 
experienced Examiner. It happens, therefore, that whereas the 
preliminary search may not disclose the identical mark, the prose- 
eution of the application in Switzerland will reveal such a mark. 
Although searches generally are very valuable in foreign coun- 
tries, certain countries must be approached in a novel way, and 
the best search in Switzerland, I submit, if time is not of the 
essence, would be to file a trademark application. All can appre- 
ciate the advantage of obtaining reserve mark protection in foreign 
countries long before a new product is merchandised to obviate 
difficulties which are inherent in all searches. 

Another matter of interest involves International registra- 
tions. It is sometimes said that United States companies cannot 
take advantage of the Madrid Arrangement. This is not entirely 
correct. American companies with industrial or commercial estab- 
lishments in a country party to the Madrid Arrangement can 
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secure an international registration. I know of American com- 
panies who take advantage of the Madrid Arrangement for their 
secondary marks when they have a branch establishment in a 
country party to the Madrid Arrangement. There are consider- 
able risks involved, but there are United States companies who 
consider that such risks are outweighed by the advantages of 
protection in twenty countries by a single filing for secondary, 
defensive, or reserve marks. 


Sometimes one encounters an American company whose for- 


eign subsidiaries in the past have secured International registra- 
tions, and one can read in literature that it is not possible to assign 
an International registration to an American company. This rule 
does not apply to a United States company having a branch in a 
country which adheres to the Madrid Arrangement. There are 
other means available for placing the ownership of such an Inter- 
national registration in the name of the United States company. 
It is possible to renounce an International registration of a com- 
pany domiciled in a Madrid Arrangement country in favor of 
another affiliated company, domiciled in a Madrid Arrangement 
country, which, for convenience, I shall call Company B. Com- 
pany b then proceeds to file domestic applications in its country 
of origin within three months of publication of the renunciation 
of the International registrations. Under the Madrid Arrange- 
ment, the re-filed applications will have the same priority and 
coverage as the International registrations. Once Company B has 
secured the domestic registrations which, in fact, have the same 
coverage and the same priority date as the renounced International 
registrations, it is, of course, a simple matter to transfer the 
registration to the American company, subject to the domestic 
laws of the jurisdiction in question. 

The concept of an associated trademark also bears watching. 
The effect of association is that the registrations involved can 
only be assigned together at the same time to the same assignee. 
It is significant, however, to appreciate that in certain cases an 
applicant should require or insist on association when the Patent 
Office, due to inadvertence or some other reason, fails to require 
association. Association can become extremely important in prob- 
lems of user requirements and inherent registrability. 

Finally, I would like to consider the advisability of acquiring 
protection of trademarks in foreign countries by the purchase of 
third party registrations. After recordal of the assignment, it 
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is generally believed that the assignee stands in the shoes of the 
assignor. Let us consider a country such as France where reg- 
istration is tantamount to use, and where the purchase of a regis- 
tration is not infrequent. In a case I am now handling which is 
on appeal, the French Court of First Instance held that under the 
circumstances of that case, the French company who acquired a 


very early registration in order to establish prior rights was, in 


fact, committing an act of unfair competition within the meaning 
of Article 1382 of the French Civil Code. It is submitted, there- 
fore, that the purchase of third party registrations does not al- 
ways offer the solution which some of us expect. 








ai 
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NOTES FROM OTHER NATIONS? 
By L. L. Gleason* 


Brazil 


Council of Appeals Abolished 


In 1934 a Council of Appeals was created in the Brazilian 
Patent Office to deal with appeals from decisions of the Director 
General of the Patent Office in trademark cases (also in patent 
cases and in decisions relating to other forms of industrial prop- 
erty), and through the years the Council of Appeals has built up 
a large backlog of cases (thought to be about 9,000). This led to 
long delays in rendering decisions and in recent years the average 
waiting period for a decision has been about five years. 

The Brazilian Government enacted Law No. 4048 on Decem- 
ber 29, 1961 and this became effective on January 8, 1962 upon 
publication in the Diario Oficial. It provides for the organization 
of a Ministry of Industry and Commerce and for the abolishment 
of the Council of Appeals. 

The thousands of appeals that were before the Council of 
Appeals will be turned over to the Director General of the Patent 
Office, who will put them before the Minister of Industry and 
Commerce for decision. That Minister may delegate to the Secre- 
tary of his Ministry the task of dealing with the presently accu- 
mulated cases. It seems likely that there will be further delays 
in disposing of them. 

Important changes have been made in the appeal procedure. 
Heretofore a term of 60 days was available for appealing to the 
Council of Appeals. Under Law No. 4048 a term of 30 days from 
publication of the decision is provided for asking the Director 
General of the Patent Office to reconsider any decision of the Patent 
Office, and this request for reconsideration may be made by an 
applicant or by any third party who has a legitimate interest in 
the application. ' 

Against an adverse decision of the Director General an appeal 
to the Minister of Industry and Commerce may be filed, within 
30 days after publication of the Director General’s decision. It 
should be noted that decisions are not communicated directly to 
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the interested parties in Brazil, and they are simply published in 
the Diario Oficial. 
* * * 
The following reports of decisions are set out in full, as 
they appeared in the respective official journals of the countries 
concerned. 


Australia 
Trademark “American Maid” Held Not Registrable 
in Respect of Ice Cream 


This is the matter of application 156,339 for the registration 
of a trade mark by Morris Sydney Lyons, Doris Lyons, Dale Adams 
Orrill and Nancy Doris Orrill (trading as American Maid Ice 
Cream), of 235 Toorak Road, Hartwell, in the State of Victoria, 
Commonwealth of Australia, a firm registered under the Business 
Names Act of Victoria, for the registration of the words AMERICAN 
MAID in Part B of the Register in respect of: “Ice cream and 
other frozen confections” being goods included in Class 30. 

The examiner of trade marks objected to the registration of 
the trade mark as follows :— 


“Viewed as a whole, the mark is not a prima facie trade 
mark registrable in Part A of the Register. The mark is the 
phonetical equivalent of the words “American Made”, and 
as such directly describes the goods as having been made in 
America. Hence the mark is not qualified for registration 
within the meaning of paragraph (d) of sub-section (1) of 
section 24 of the Act, not being word or words having no 
direct reference to the character or quality of the goods 
specified. Alternatively, if the goods are not in fact made 
in America, the mark mis-describes the goods and is un- 
qualified for registration within the meaning of paragraph 
(a) of section 28 of the Act as being likely to deceive or 
cause confusion.” 


In reply the agent for the applicant said— 


“Replying to the Examiner’s report dated the 22nd inst., 
I would be pleased if the objection raised could be re- 
considered. 

The Trade Mark is AMERICAN MAID not AMERICAN MADE. 
A maid is a young girl, hence the Trade Mark, in itself, has a 
clear and distinct meaning not directly related to the goods. 

I enclose one of applicant’s labels showing use of the 
Trade Mark. Applicant’s product is very popular in the South 
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Eastern suburbs of Melbourne and I do not believe for one 
minute that purchasers think or are lead to think that the 
ice-cream concerned is made in America. 

If it would help, applicants are prepared to disclaim any 
right to the words American Made.” 


The official reply to this letter read as follows :— 

“The attorney’s submissions on this matter are appre- 
ciated, but the mark is nevertheless unregistrable in Part A. 
The difference in spelling between the words ‘Made’ and ‘Maid’ 
does not affect the fact that they are phonetically equivalent, 
and that use of the mark is caleulated to deceive. It may well 
be that the mark is not ordinarily taken to signify that the 
goods are made in America, but as the mark stands the po- 
tentiality of deception and confusion remains. The applica- 
tion is merely for the mark AMERICAN MAID not for the box, 
and a disclaimer cannot be allowed when it would be equivalent 
to disclaiming the whole of the mark as spoken. The likelihood 
of deception would still remain, and it is thus felt that the 
mark cannot be registered without more, in Part A.” 


In reply the agent further submitted in his letter of 23rd 
August, 1960— 

“Replying to the Examiner’s further report dated the 
19th inst., I should be pleased if you would issue your decision 
in the matter, the right to a hearing being waived. 

The word Maid has a definite meaning, hence [ cannot 
understand how it ean be held to be equivalent, in the Trade 
Mark sense, with the totally different word Made. The mark 
is not one that other traders are likely to want to use in the 
ordinary course of their business and anyone wishing to use 
the words American Made is fully protected by the disclaimer 
offered. 

The Trade Mark is not deceptive, it does not indicate that 
the goods are made in America any more than the Trade Mark 
MISS AMERICA, see the appeal decision. 

If after considering the above, you feel that the law, 
consistently applied, prevents the Trade Mark being regis- 
tered in Part A, then applicant consents under section 44(2) 
to the Trade Mark being treated under Part B.” 


The agent was advised— 


“T refer to your letter of 23rd August, 1960, in the above 
matter seeking the Registrar’s Decision as to the registrability 
of the mark. 
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The matter has been reconsidered by the acting Assistant 
Registrar who is not prepared to accept the application in Part 
A of the Register. However, before refusing the application 
and issuing his decision accordingly, he is prepared to afford 
you the opportunity of applying to have the application 
amended to an application for registration in Part B of the 
Register in accordance with the request in the final paragraph 
of your letter. Formal application for the amendment should 
be made, accompanied by the prescribed fee of £1. 

No indication of the registrability or otherwise of the 
mark in Part B can be given at this stage.” 


Subsequently the application was amended to one for Regis- 
tration in Part B. In reporting upon the registrability of the 


application under the provisions of section 25 of the Act, the 


examiner of trade marks said— 


“The applicant is advised that the requested transfer of 
this application to Part B has been effected. 

It is considered, however, that the mark AMERICAN MAID 
is neither distinctive nor capable of becoming distinctive with- 
in the meaning of section 25 and that it is deceptive within 
the meaning of section 28. The word mar is aurally iden- 
tical to the word ‘made’. When used in conjunction with the 
word American, and observing that trade marks appeal as 
strongly to the ear as they do to the eye, the word Marp 
eould indicate goods of American manufacture. Hence the 
mark is both deceptive and incapable of distinguishing.” 


The agent for the applicant has now applied for my decision 
on the matter and waived the right of the applicant to be heard 
before me. 

In support of the application the agent said— 


“Replying to the Examiner’s further report dated the 
21st inst., I should be pleased if the Registrar would issue 
his decision in the matter having regard to the submissions 
already on file and the offer to disclaim American Made. The 
right to a hearing is waived. 

I would also like to refer particularly to paragraph three 
of my letter of the 29th July, 1960. In actual commercial use, 
there is no indication or likelihood of deception and I think 
the Registrar should consider the commercial side of the 
matter, bearing in mind that ice cream is not a product likely 
to be imported from either North or South America. 
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There is, of course, a play on the word Maid but, as such 
word has a meaning in its own right, I think that with the 
fact that applicants have now used the Trade Mark for some 
time, the Trade Mark is capable of becoming distinctive. 

The Trade Mark is extremely popular in the South East- 
ern districts of Melbourne and, if applicants cannot secure 
protection for the Trade Mark and ithe field is left open for 
other traders to adopt the same Trade Mark, there would be 
far more confusion and deception than if applicants were 
granted protection under Part B.” 


Now that the registration of the application is being sought 
under the provisions of section 25 of the Act, the question I have 
to decide is whether the mark sought is a distinctive mark or one 
which is capable of becoming distinctive of the applicant’s goods. 


The agent for the applicant has suggested that one must 
have regard to the goods and that it is most unlikely that ice 
eream and other frozen confections could emanate from North or 
South America. The agent has also submitted an ice cream con- 
tainer to show the manner in which the goods sought are packed 
and the printed material on the package. Although the “get up” 
of the applicant’s goods may not be irrelevant, the fact remains 
that the applicant is seeking registration simply of the words 
AMERICAN MAID. I do not think that the “get up” on the package 
submitted enhances the registrability of the mark sought. 

I have considered the Miss America Case 99 C.L.R. 453 to 
which the agent has referred, but I do not think that the mark 
sought in this matter can be regarded as an emotive word. 

I appreciate the agent’s submission, but I do not think that it 
is altogether unrealistic to assume that the goods sought by ap- 
plication 156,339 might actually have emanated from America as 
that possibility is far more likely in the light of recent trade 
trends than it was a few years ago. I do not think, however, that 
the words AMERICAN MAID can be considered only for the pur- 
poses of goods which may have emanated from America. The 
words AMERICAN MAID in my opinion could indicate that the goods 
were made with American ideas or by Americans in Australia 
or in other places. In a recent matter I had before me, there 
was a claim that MELORINE was “a new American frozen con- 
fection”. 

I think that the Electrix Case 1959 R.P.C. 283 leaves no doubt 
that one must consider the significance of a mark when it is heard 
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as much, if not more, than a mark when it is viewed. Many Aus- 
tralians are aware of the claim that the United States of America 
produces a great variety of frozen confections. I think that many 
Australians would believe that American frozen confections are 
superior to those which may be available in Australia. I do not 
think it unrealistic to assume that a person hearing the words 
AMERICAN MAID applied to frozen confections would assume that 
the goods were American productions. 

I have decided that the mark sought is not a distinctive mark. 
It remains for me to decide whether it is a mark which is capable 
of becoming distinctive. 

It seems to me that the words “American Made” or their 
phonetic equivalent must remain open for the use of all traders 
who trade in frozen confections and that the mark or its phonetic 
equivalent should not be expropriated by a particular trader for 
his exclusive use. 

Although I appreciate that upon hearing or seeing the mark 
some persons would accord it an emotive connotation and think of 
the mark as referring to a young American girl, others could think 
it referred to an American product especially if they heard of but 
did not see the mark. The Electrix Case 1959 R.P.C. 283 shows 
that the aural aspect cannot be ignored. The agent’s offer to dis- 
claim the words “American Made” does not help the applicant. 
The registration of the mark sought in my opinion would tend to 
put other traders in the position of defending their use of the 
words “American Made” by word of mouth; a manner of using 
which should be available to all. 

I have decided that the mark sought is not a distinctive mark 
and is not a mark, on the material before me, which is capable 
of becoming distinctive. 

I refuse application 156,339. 


(Australian Journal of Patents, Trade Marks and Designs, 
November 16, 1961.) 


Republic of South Africa 
Registrar’s Ruling on Section 106 of The Trade Marks Act 


1. In this matter application was made on the 23rd October, 
1954, by “Veb Jenaer Glaswerk Schott & Gen” described in the 
form of application as “a German Company of Jena, Germany” 
for registration of the following trade marks: 
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(Jena is in Kast Germany.) 
Nos. 3364/54 and 3365/54. The word JENATHERM in re- 
spect of “goods included in classes 8 and 15, respectively”. 
Nos. 3366/54 and 3367/54. The words senNA and THERM 
separated by a flask device in respect of “goods in classes 8 
and 15 respectively”. 


2. On the 10th January, 1955, all the marks applied for 
were, in terms of sub-section (4) of Section 11 of the Trade Marks 
Act, refused, on the ground that they were not adapted to dis- 
tinguish. 


3. On the 23rd March, 1955, pursuant to a hearing taken by 
the applicant in terms of Rule 51, it was agreed to accept all the 
marks subject to:— 


(a) the goods being restricted to goods of German origin; 
and 

(6) disclaimer of exclusive rights in the word “Jena” and 
in Nos. 3366 and 3367 disclaimer, in addition, of ex- 
elusive rights in the device of a flask. 


The applicant agreed to these conditions and the marks were 
duly advertised in the Patents Journal on the 31st December, 1955. 

4. Thereafter a series of extensions was granted to an or- 
ganisation styling itself “Carl-Zeiss Stiftung’ until eventually 
formal notice of opposition was lodged on the 29th April, 1957. 

In the Notice of Opposition the objector is stated to be “Carl- 
Zeiss Stiftung” a Foundation established under German Laws, of 
Heidenheim an der Brenz, and formerly of Jena, carrying on 
business under the style of “Jenaer Glaswerk Schott & Gen of 
Hattenbergstrasse, Mainz, Germany, and under the style of Carl 
Zeiss of Beim Olweiher 6-8, Oberkochen Wurttemberg, Germany 
(and formerly carrying on business under both styles at Jena and 
also at Landshut, Germany)”. 


Heidenheim is in West Germany. 


5. It is claimed in the Notice of Opposition that the objector 
was established in the vear 1889 at Jena, Eastern Germany, as a 
juristic person under the name “Carl Zeiss Stiftung” and that it 
took over a manufacturing business conducted under the style of 
“Carl-Zeiss” which had been established in 1846, and that in or 
about 1891 it acquired further interests in a business which had 
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been operating under the trading style “Jenaer Glaswerk Schott 
& Gen”’. 


6. In 1942, so the objector alleges, a branch business was 
established in Landsshut in Western Germany. 


7. Thereafter certain events, which are recited in the Notice 
of Opposition ensued, including, iter alia, expropriation in 1948 
by the Soviet High Command of the objector’s manufacturing 
business. 


8. The objector then goes on to say that, in consequence of 
these events and “following political changes after the war, the 
the Board of Management of the Enterprises conducted by the 
objector decided to transfer the seat of operations of the ob- 
jector to Western Germany”. 


9. The objector, in short, claims that he is in fact the original 
“Carl-Zeiss Stiftung” established at Jena in 1889. The word 
“Jena”, he says, has been used in relation to his products for 
over one hundred years and has come to denote his products and 
his products alone. For this reason he claims that registration of 
the mark “Jenatherm” in the name of the applicant would lead 
to deception and confusion. 


10. The applicant on the other hand denies in his Counter- 
statement that the objector is the original Carl Zeiss Stiftung and 
that he is entitled to claim any rights in the name “Jena”. The 
applicant says the original Carl Zeiss Stiftung, although in a 
somewhat modified form, continues to exist at Jena and that he, 
the applicant, has acquired from the original Carl Zeiss Stiftung 
certain rights in the name of “Jena”. 


11. It is abundantly clear from the issues raised in the No- 
tice of Opposition and in the Counter-statement that each party 
denies—as it were—the existence or identity of the other, and 
the rights which flow from that identity. In other words the ap- 
plicant claims to derive his rights in the trade mark JENATHERM 
from Carl Zeiss Stiftung of Jena and the objector claims that he 
himself is in fact Carl Zeiss Stiftung, formerly of Jena in East 
Germany and now of Heidenheim in West Germany. 

12. Voluminous affidavits have been put in by both sides seek- 
ing to support the claims to which I have referred in the pre- 
ceeding paragraph. They raise most difficult and contentious issues 
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which, fortunately, do not for purposes of the present ruling 
call for consideration. 


13. In paragraph 6(a) of the Notice of Opposition there is 
a reference to the following trade mark applications by the ob- 
jector which are still pending :— 


No. 2867/53 dated the 20th October, 1953, for the words 
JENA GLASS in respect of all goods in class 8. 

No. 2868/53 dated the 20th October, 1953, for the words 
JENA GLAss in respect of all goods in class 15. 


14. In paragraph 5 of the Notice of Opposition there is a 
reference also to the following trade marks which the objector 
claims are registered in his name :— 


No. 1949/53. The words caRL ZEISS JENA in a frame device 
in respect of all goods in class 8 the words carL ZEIss and 
JENA being disclaimed. 

No. 2236/53. The words car. ZEISS JENA in a frame device 
in respect of all goods in class 11 the words zEiss and JENA 
being disclaimed. 

No. 2237/53. The words CARL ZEISS JENA in a frame device 
in respect of all goods in class 13 the words zEIss and JENA 
being disclaimed. 


15. In paragraph 15 of the Counter-statement the applicant 
admits that the objector is the registered proprietor of the marks 
referred to in the preceding paragraph but he says:— 


“The registrations were obtained without the knowledge 
of the applicant, the applicant denies that these registrations 
are valid or that the objector organisation is entitled to the 
marks in question. Applicant intends to apply to the Supreme 
Court for rectification of the Register in respect of these 
registrations 


16. Before I come to section 106, I think I should briefly in- 
dicate the position regarding the pending applications by the ob- 
jector referred to in paragraph 13. 


17. On the 20th October, 1953, application was made in the 
name of “Carl-Zeiss Stiftung” trading under the style of “Jenaer 
Glaswerk Schott & Gen” (a foundation established under the Ger- 
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man Laws) of Hattenbergstrasse, Mainz, Germany”, for the reg- 
istration of the following trade marks :— 


No. 2867/53. JENA GLass in respect of all goods in class 8. 


No. 2868/53. JENA GLAss in respect of all goods in class 15. 


18. On the 21st November, 1953, the applicant was advised 
that the applications were preliminarily refused on the ground 
that “the marks were not adapted to distinguish, the word ‘Jena’ 
being geographical”. (There was a further ground based on the 
existence of trade mark No. 1949/53 already on the Register but 
this was an obvious error because mark No. 1949/53 is in fact 
owned by the applicant himself.) 


19. On the 3rd March, 1954, the applicant addressed certain 
submissions to the Registrar in support of a claim that the marks 
applied for were in fact distinctive. He was advised on the 14th 
April, 1954, that the Registrar was not prepared to withdraw the 
preliminary objection. Thereupon the applicant sought and ob- 
tained extensions from time to time on the ground that further 
action by the applicant was to be determined by the outcome of 
the present proceedings. The applications are still pending. 


20. Although, in terms of Rule 31, the applicant should have 
applied for a hearing to the Registrar within three months from 
the date of the notification referred to in paragraph 18, viz. the 
21st November, 1953, he only did so on the 3rd March, 1954. In 
terms of Rule 98 the Registrar is, however, empowered to enlarge 
any time prescribed by the Rules for doing any act or taking any 
proceedings thereunder “and such enlargement may be granted, 
though the time has expired for doing such act or taking such 
proceedings”. It seems quite clear that the Registrar by granting 
the extensions of time applied for, condoned the late application 
for a hearing in terms of Rule 31; that he was, by reasons of 
the provisions of Rule 98, empowered to do so and that the ap- 
plications in question are still valid pending applications. 


21. I come now to section 106 which reads as follows:— 


“Where each of several persons applies to be registered 
as the proprietor of the same trade mark or of nearly identical 
trade marks in respect of the same goods or description of 
goods, the Registrar may refuse to register the trade mark 
until the rights of the applicants have been determined by 
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the Court, or have been settled by agreement in a manner 
approved by him”. 


22. The question now arises whether the circumstances of 
case are not within the provisions of this section. 

a 
23. Mr. Welsh agrees that they are; Mr. Schreiner says they 
not because, so he argues, the marks are neither “identical 
nearly identical’. I will in due course return to this point. 


24. I want to come now in connection with this question of 
Section 106, to a further aspect of a somewhat complicated matter. 
During the course of the opposition proceedings an application 
was made by Mr. Schwartz for leave to participate on behalf of 
an applicant for certain trade marks to which I ‘shall refer pres- 
ently. The applicant was stated to be “Carl-Zeiss Stiftung, of Jena, 
Germany”. Although there is no reference in the opposition pro- 
ceedings to these applications, I find from the Trade Marks Reg- 
ister that the following further trade mark applications, lodged 
on the 25rd October, 1954, are pending by an applicant described 
as “Carl-Zeiss Stiftung, a Company organised according to the law 
in force in Germany, of Jena, Germany”: 

No. 3592/54. JENAER GLAS in respect of optical glass and 
glass apparatus and instruments in class 8. 

No. 3393/54. JENAER GLAS in respect of glassware, glass 
tubing, glass rods, glass plates, glass vessels, lamps of glass 
and lamp glasses in class 15. 

No. 3394/54. JENAER NORMALGLAS the same goods as those 
figuring in application No. 3592/54. 

No. 3395/54. JENAER NORMALGLAS the same goods as those 
figuring in application No. 3593/54. 


25. We come then to the position where we have pending 


three separate sets of applications all claiming rights in or at least 
embodying the word gENA and all directly or indirectly claiming 
to be or to be associated with Carl Zeiss Stiftung and all relating 
to the same goods or description of goods. 


(1) Veb Jenaer Glaswerk Schott & Gen of Jena, Germany 
(the present applicant). 
Date of application: 23rd October, 1954. 


Nos. 3364-5/54 JENATHERM in classes 8 and 15. 
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Nos. 3366-7/54 Jena and THERM with flask device in 

classes 8 and 15. 

Carl-Zeiss Stiftung trading as Jenaer Glaswerk 
Schott d& Gen of Mainz, Germany (the present 
objector). 

Date of application: 20th October, 1953. 


Nos. 2867-8/53 JENA GLASS in classes 8 and 15. 


Carl-Zeiss Stiftung of Jena, Germany. 

Date of application: 23rd October, 1954. 

Nos. 3392-3/54 JENAER GLAS certain specified goods in 
classes 8 and 15 (vide paragraph 24). 

Nos. 3394-5/54 JENAER NORMALGLAS certain specified 
goods in classes 8 and 15 (vide paragraph 24). 


26. It is clear that the goods in all the three cases are either 
identical or goods of the same description. 


27. The three sets of marks are :— 
(1) JENATHERM. 
(2) JENA GLASS. 


(3) JENAER GLAS and JENAER NORMALGLAS. 


28. Each of the three applicants claims to be an independent 
entity, each entitled to rights in the word “Jena”—a word which 
apparently has acquired a valuable repute in relation to the prod- 
ucts connected with the original Carl-Zeiss Stiftung established at 
Jena in 1889. 


29. I want to deal now with the point made by Mr. Schreiner 
that the words ‘ 
imply a closer similarity than that postulated by section 105 which 
speaks of a trade mark “so nearly resembling another trade mark 
as to be calculated to deceive”’. 


‘ 


or nearly identical trade marks” in section 106 


30. To understand this matter it is necessary to look at the 


provisions of sections 105, 106 and 107 :— 


Section 105 reads as follows: 


“Except by order of the court, or, in the case of a trade 
mark falling within the proviso to section 99, no trade mark 
shall, save as is provided by section one hundred and eleven, 
be registered in respect of any goods or description of goods 
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if such trade mark is identical with one belonging to a different 
proprietor and already registered in respect of such goods or 
description of goods, or if such trade mark so nearly resembles 
the other trade mark as to be calculated to deceive”. 


Section 106: 


“Where each of several persons applies to be registered 
as the proprietor of the same trade mark or of nearly identical 
trade marks in respect of the same goods or description of 
goods the Registrar may refuse to register the trade mark 
until the rights of the applicants have been determined by 
the Court, or have been settled by agreement in a manner 
approved by him”. 


Section 107: 


“In the ease of honest concurrent user or of special cir- 
cumstances the court may, in its discretion, permit registration 
of the same trade mark or of nearly identical trade marks for 
the same goods or description of goods by more than one 
proprietor subject to such conditions and limitations (if any 
as to mode or place of use or otherwise as it may think fit 
to impose”. 


31. Mr. Schreiner has said that the words in sections 106 


b 


and 107 “or nearly identical trade marks” do not mean the same 
thing as the words in section 105 “so nearly resembles the other 


trademark as to be ecaleulated to deceive” and that sections 106 


and 107 postulate a narrower test or a closer degree of similarity 
than that postulated by section 105. 


32. If that meaning were given to sections 106 and 107 a 
most eurious position would arise. It would mean that marks 
which, although so nearly resembling each other as to be ecaleu- 
lated to deceive are not “nearly identical”, would fall in a sort of 
“no man’s land” and could never be admitted to the register be- 
‘ause they are barred absolutely by section 105 and could never 
be the subject of an enquiry or a settlement in terms of section 
106 or of an order in terms of section 107. 


33. The Registrar is prohibited, subject only to an order of 
court and to certain other reservations irrelevant to the present 
enquiry, from admitting to the register a trade mark which “so 
nearly resembles a trade mark already registered as to be caleu- 
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lated to deceive”. Where the section speaks of “by order of the 
court” it quite clearly contemplates an order in terms of sections 
106 and 107. If marks which, although not “nearly identical” are 
nevertheless “so nearly similar as to be calculated to lead to de- 
ception” are not included in sections 106 and 107 it follows, and 
it follows beyond any doubt, that their registration is completely 
excluded whatever the applicant’s rights or whatever honest con- 
current use he may claim. 


34. Fortunately I have been able to find authority in support 
of the view I have taken. 


35. In the matter of an Application by Joseph Emil Maeder 
to Register a Trade Mark (R.P.C. 33 p. 77) the following remarks 
by Sargant J. are to be found at page 81 commencing at line 44:— 


“Coming to section 21 the language is not exactly the 
same as in section 19; but I think that the same two classes 
of cases are aimed at, and that in section 21 the expression 
‘the same trade mark’ corresponds with the expression ‘iden- 
tical’ in section 19 and the expression ‘nearly identical trade 
marks’ corresponds with the expression in section 19 ‘so 
nearly resembling such trade mark as to be calculated to 
deceive”. 


Section 19 is identical with our section 105 and section 21 
with our section 107. 


37. In paragraph 24 I have set out details of the three per- 
sons who have applied for the registration of trade marks—these 
marks are: 

(1) Nos. 3364-5/54. JENATHERM in classes 8 and 15 re- 


spectively. Nos. 3366-7/54. sena and THERM with 
flask device in classes 8 and 15 respectively. 


(2) Nos. 2867-8/53. sENA GLAss in classes 8 and 15. 


3) Nos. 3392-3/54. JENAER GLAS in classes 8 and 15 re- 
spectively. Nos. 3394-5/54. JENAER NORMALGLAS in 
elasses 8 and 15 respectively. 


38. I have no difficulty whatsoever in coming to the conclu- 
sion that the three groups of marks applied for are within the 
provisions of section 106 and I must accordingly refuse to register 
any of them until the rights of the applicants have been deter- 
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mined by the court or have been settled by agreement in a manner 


approved by the Registrar. 


39. It seems to me that where a dispute of this nature arises 
a dispute involving most complicated principles of private in- 
ternational law and in which trade marks are merely an incident 
in far wider and far more important rights the Supreme Court 
and not this Court is the proper tribunal and it was, I think, pre- 
cisely to meet this sort of situation that the legislature framed 
the provisions of Section 106. 
The question of costs is by agreement of the parties to stand 
over pending the outcome of further proceedings. 


V. G. CHOWLEs, 
Registrar of Trade Marks. 


Pretoria, 22nd June, 1961. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Requests for Information Under Trademark Rule 2.61(b)t 


Attention of applicants and attorneys is called to Trademark 
Rule 2.61(b), which reads as follows: 


“The Examiner may require the applicant to furnish such 
information and exhibits as may be reasonably necessary to 
the proper examination of the application.” 


When an Examiner asks for information, he does so because 
he believes the information is necessary to enable him to make a 
proper examination of the application. Occasionally a reply to 
an Office inquiry implies that an applicant or attorney feels that 
it is somewhat impertinent for an inquiry to be made; and for 
this reason it is emphasized that Examiners’ requests for infor- 
mation are not made out of idle curiosity, nor to pry, nor are 
they merely red tape. 

“Proper examination” means considering all aspects of an 
application and all subject matter which bears upon the regis- 
trability of the mark presented for registration, the purpose of 
considering all such matters being to decide justly whether, under 
the provisions of the trademark statute, the mark may or may 
not be registered by the applicant. In order to make this “proper 
examination” and in order to reach a just conclusion, it is obvious 
that the Examiner must have complete knowledge of all facts which 
are pertinent to the matter of registrability of the mark. 

If the application as it is presented does not satisfy the 
Examiner that he has sufficient information to examine the ap- 
plication properly, he must secure further information. There 
are, of course, various sources of general and special information 
available to the Examiner, to which he may resort in an attempt 
to secure answers to questions which arise in applications, but 
there are many matters which are peculiarly within the knowledge 
of the applicants and their attorneys, and information regarding 
these can only be secured by the Examiner by his requesting 
applicants or attorneys to furnish the information. There are, 








* Trademark Examiner, U. S. Patent Office; Member, District of Columbia Bar. 
~ 200.37—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)—TRADEMARK 
RULES. 
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also, some instances where it may seem reasonable that the ap- 
plicant or his attorney might have knowledge which the Examiner 
has not been able to find or is not certain about, in which case 
the Examiner’s inquiry must be put directly to the applicant or 
attorney. 

It is the duty of the Examiner to take the initiative in se- 
curing full facts pertinent to registrability of the mark presented 
for registration,’ and in those situations where the Examiner feels 
that the information must be secured from the applicant, the au- 
thority for the Examiner to require the applicant to furnish it is 
provided in Trademark Rule 2.61(b). 

The usual situations which cause the Examiner to seek further 
information from applicants are of two types. The first might be 
‘alled an affirmative situation, where information in the record 
suggests that circumstances may exist which would require reg- 
istration to be refused. The second situation might be called a 
negative approach, where there is absence of full information on 
some point, so that it is not possible yet to tell whether or not 
registration would be proper. The Examiner may request specific 
information or material which he knows is necessary and which 
is lacking; or he may request general information about the cir- 
cumstances surrounding some point on which he believes he is 
not sufficiently informed. In either event, if information is not 
forthcoming in response which satisfactorily clears away the ap- 
parent basis for refusal, or the lack of clarity, the Examiner may 
be foreed to refuse registration. 

Information sought by the Examiner from the applicant can 
be supplied by way of explanation, or by the filing of exhibits, 
whichever is suitable under the particular circumstances. 

Examiners’ requests for information must, of course, be rea- 
sonable and pertinent. If the reason for needing the information 
is not obvious, the Examiner will explain why the information is 
required. If any of the information requested by the Examiner 
is confidential matter, or if for any other valid reason the ap- 








1. In the ease involving the mark FIocco (Bart Schwartz International Textiles, 
Ltd. v. Federal Trade Commission, 129 USPQ 258, 51 TMR 1148, CCPA 1961), it was 
the consensus of both the majority and the minority of the Court that the applicant 
was not under an affirmative duty to volunteer to reveal to the Trademark Office the 
fact that the term FIocco (which applicant sought to register) had a meaning in 
Italian which was descriptive or generic in connection with the goods; the Court placed 
on the Trademark Office the affirmative duty of finding out such information. 

For a discussion of this point, see Derenberg, Fourteenth Year of Administration 
of the Lanham Trademark Act of 1946, 130 USPQ Part II, pages 18 and 19; 51 TMR, 
pages 821 and 822. 
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plicant does not wish to have the information become part of a 
public record, those circumstances should be explained. Confi- 
dential information is not required to be put in the file—sometimes 
it will be found that an explanation will suffice; sometimes the 
material can be displayed to the Examiner without formal filing. 
Usually some method suitable to the particular circumstances can 
be found to give the Examiner the necessary information without 
jeopardizing an applicant’s confidential business. 

The important thing to realize is that the Trademark Office 
is under a duty to secure all the facts relative to the merits of 
marks for registration, in order to make a proper examination of 
applications and in order to assure that those registrations which 
are issued are supported by facts justifying their registration, and 
that inquiries and requests by Examiners are made in the fur- 
therance of that duty. Cooperation by applicants and attorneys 
in response to Examiners’ requests helps speed the prosecution 


of each application to a fair conclusion. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 


January—November 
1961 1960 


Applications filed 21,980 21,017 


Registrations issued 
Principal Register 14,728 16,509 
Supplemental Register 751 703 
Total 15,479 17,212 
Renewals 3,150 3,677 
12(c), publications 405 432 
+, 8, affidavits filed 14,135 11,845 
See. 8, cancellations .... 5,102 4,681 


Cancellations, other ‘ 159 





o1 TMR LIST OF OTHER ARTICLES 


LIST OF OTHER ARTICLES* 


ARTICLES 
Austria. Marking and Labeling Requirements of. No. 61-92. 
Belgium. Pharmaceutical Regulations of. No. 61-74. 
3eloium-Luxembourg. Licensing and Exchange Controls. No. 61-89.+ 
Canada. Marking 


Chile. Food Regulations of. No. 61-90.+ 


and Labeling Requirements of. No. 61-91. 


Federal Trade Commission. 
Moore, Charles R.—Deceptive Trade Practices and the Federal Trade Commission. 


(Tennessee Law Review, Vol. 28, No. t, Summer, 1961, Pp. 193-515. ) 


Labels, Tags, Warranties. 
Tags or Labels. (Advertising & Sales Promotion, November, 1961, pp. 65-67.) 
Modernization—Trademarks. 
Redesign for Autolite. (Modern Packaging, October, 1961, pp. 108-109. 
Norway. 
Collective Marks Act. Effective October 1, 1961. (Patent and Trade Mark Review, 
Vol. 60, No. 4, January, 1962, pp. 96-97. 
Preparing Shipments to. No. 61-85.t 
Trade Marks Act. Effective October 1, atent an Mark Review, 
Vol. 60, No. 4, January, 1962, pp. 87-96. 


Panama. Food Regulations of. No. 61-77.t 


oS 


Turkey. Licensing and Exchange Controls. 


BOOK NOTICE 


THE TRADE AND MERCHANDISE Marks Act, 1958. By K. S. Shavaksha. 
Bombay, India, N. M. Tripathi Private Ltd., 1961. Pp. 343. Price: $9.00. 


With a commentary, critical and exhaustive. Includes the latest im- 


portant case-law, and rules and notifications. 


eR 


* Copies of these articles and book are available for reference in the Association’s library. 
t World Trade Information Service, Operations Reports, Part 2, may be ordered from 


Dept. of Commerce Field Offices or from Supt. of Documents, U. 8S. Govt. Printing 
Off... Wash. 25, D. C. Single copy 10¢; annual subscription $6 ($11 for foreign 


mailing).) Make remittance payable to the Supt. of Documents. 
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AVON SHOE CO., INC., et al. v. DAVID CRYSTAL, INC., et al. 
No. 223—C. A. 7 — June 13, 1960 -— 125 USPQ 607 


100.1—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)- 
ACT OF 1905 
700.51—EFFECT OF REGISTRATION—PRIOR ACTS—ACT OF 1905 
The court held defendants could not be charged with constructive notice of 
marks registered under Act of 1905 since that Act had no counterpart to the con- 
structive notice provision of the Act of 1946. 
500.39—-COURTS—BASIS OF RELIEF—SIMILARITY OF GOODS 
500.58—COURTS—SCOPE OF RELIEF—INJUNCTION 
500.76a—COURTS—PLEADING AND PRACTICE—DEFENSES—IN GENERAL 
600.1—CONFUSING SIMILARITY—IN GENERAL 
The Court of Appeals found that likelihood of confusion had been established 
between the use of HAYMAKER on women’s shoes and women’s sportswear but held 
in affirming lower court’s dismissal of complaint that balance of interest was in 
favor of defendants. Second Circuit has never subscribed to a restrictive reading 
of the Act of 1946 which would empower a first user, solely because of priority, 
to automatically enjoin the use of a mark by a junior user on related goods in 
every case where confusion of source is likely. Such may be the law when the 
junior user, although acting in good faith, sells products which are in competition 
with those of the senior user since injury to the senior user’s business is then 
inevitable. But Second Circuit has consistently held senior user possesses two 
legitimate interests for injunctive relief, namely, that he may in future desire 
to expand into field in which junior user is operating and that he should be able 
to develop his present business free from the stain and tarnishment from improper 








trade practices of junior user. 
100.45—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) - 
ACT OF 1946—SECTION 15 
100.74—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) 
ACT OF 1946—SECTION 44a 
700.23—EFFECT OF REGISTRATION—INCONTESTABILITY 
The court held a Federal trademark registration does not carry any presump- 
tion of an exclusive right to use a mark on non-competing goods. The registration 
is prima facie evidence of the exclusive right to use the mark only “on goods or 
services specified in the certificates” and incontestability under the Act of 1946 
carries a conclusive presumption to use the mark only on such specified goods or 
services. 
100.67—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)- 
ACT OF 1946—SECTION 37 
500.51—_COURTS—SCOPE OF RELIEF—IN GENERAL 
Court of Appeals held Section 37 conferred judicial authority for the District 
Court’s direction to the Commissioner of Patents to dismiss an opposition and grant 
a concurrent registration. 
100.32—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SECTION 2 
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500.17—COURTS—BASIS OF RELIEF—CONCURRENT USE 
The Court of Appeals in holding that the District Court’s exercise of judicial 
power was proper in directing a concurrent registration referred to the provision 
of the Act of 1946 authorizing permissive concurrent registrations when “a court 
has finally determined that more than one person is entitled to the use of the 
same or similar marks in commerce” [Section 2(d) ]. 
500.53—COURTS—SCOPE OF RELIEF—ATTORNEY’S FEES 
The Court of Appeals denied attorney’s fees where there was no reason to 
doubt that appeal was brought in good faith to press issues which were far from 
frivolous. 
500.20—COURTS—BASIS OF RELIEF—DILUTION 
The Court of Appeals held plaintiffs’ reliance on the dilution theory was mis 


placed because they made no claim that their mark was re tered under the laws 


of New York State. 


oj 


Action by Avon Shoe Co., Inc., and Haymaker Shoe Corp. v. David 
Crystal, Inc., Haymaker Sports, Inc., B. Altman & Co., Best & Co., Inc., 
and John Wanamaker for trademark infringement and unfair competition 
in which defendants’ counterclaim for declaratory judgment of nonin- 
fringement of trademark. Plaintiffs appeal from judgment of District 
Court for Southern District of New York, for defendants. Affirmed. 

Case below reported at 49 TMR 731. 

See also 44 TMR 500. 

Maz Block, Jr. (Ludwig M. Wilson, Rudolf Callmann, Seymour Kleinman, 
and Goldstein, Golenbock & Barell on the brief) of New York, N.Y.. 
for appellants. 

Bernard A. Saslow, of New York, N.Y. (Arnold M. Grant, Harold A. Arel, 
Daniel A. Gutterman, and Lynton & Saslow, of New York, N.Y., and 
Arthur H. Seidel, of Philadelphia, Pennsylvania, on the brief) for 
appellees. 

Before CLARK, HinckKs, and FRIENDLY, Circuit Judges. 


Hincks, Circuit Judge. 


After a lengthy trial, Judge Herlands dismissed the plaintiffs’? 


use of the word HAYMAKER in connection with the manufacture, sale, dis- 
tribution and advertising of their women’s sportswear which includes 
blouses, shirts, skirts and dresses. On the basis of voluminous findings, 
the Court concluded that the defendants’ trademark use of the HAYMAKER 
mark did not infringe the plaintiffs’ HAYMAKERS and HAYMAKERS BY AVON 








1. Plaintiff Haymaker Shoe Corp. is a Massachusetts corporation, incorporated in 
1950 as a subsidiary of plaintiff Avon Shoe Co., Inc., which is a New Jersey corporation, 
incorporated in 1935. Both plaintiffs manufacture and sell the HAYMAKERS shoe. 
complaint in which they sought an injunction prohibiting the defendants’ ° 

2. Defendant Haymaker Sports, Inc., incorporated in 1945, is a subsidiary of 
David Crystal, Inc., incorporated in 1921. Both are New York corporations, and Hay- 
maker Sports, Inc., manufactures and sells the HAYMAKER sportswear line. Defendants 
B. Altman & Co., Best & Co., Ine., and John Wanamaker are all New York City 
department stores which sell HAYMAKER sportswear. 
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trademarks which were registered for men’s, women’s and children’s shoes? 
under the Lanham Act, 60 Stat. 427, 15 U.S.C.A. §§ 1051-1127, on March 
25, 1952 and February 24, 1953, respectively. The Court also held that 
the defendants had not competed unfairly in the use of the HAYMAKER 
mark. And the Court granted so much of defendants’ counterclaim as 
requested an order directing the Commissioner of Patents to dismiss 
plaintiffs’ pending opposition to defendant’s registration of its HAYMAKER 
mark for items of women’s sportswear and to issue said registration. 

While we agree with the result reached below, we affirm on the 
specific grounds mentioned herein which we deem dispositive of this ease. 
Since we refrain from expressing any view on the alternative theories 
suggested by Judge Herlands, we shall review and discuss only those 
findings relevant to our holdings. Numerous other findings of faet which 
were relied upon below and which depict in greater detail the events sur- 
rounding this litigation are set out at 171 F.Supp. 293, 121 USPQ 397 
(49 TMR 731). And Judge Murphy’s opinion denying plaintiffs’ motion 
for a temporary injunction is reported at 117 F.Supp. 548, 100 USPQ 17 
(44 TMR 500). 

The HAYMAKERS mark, which as applied to women’s shoes is fanciful 
and arbitrary, was first suggested to the plaintiffs by one of their large 
department store retail outlets, Saks Fifth Avenue. After obtaining per- 
mission from the Daniel Hays Company, Inec., which owned a registered 
HAYMAKER mark for men’s gloves, the plaintiffs first used their mark in 
1941 by affixing it to the sockliners of their shoes, which were characterized 
below as “women’s casual, comfortable walking shoes of the moccasin type.” 
Thereafter, as Judge Herlands found, the plaintiffs carried on a trade- 
mark use of the HAYMAKERS mark for upwards of three years prior to 
the defendants’ first use of their mark in 1945. 

The extent of the plaintiffs’ early sales and advertising was not clearly 
established at trial, due, in large part, to the plaintiffs’ failure to produce 
important pre-1950 records. The Court attributed this failure to produce 
to the plaintiffs’ gross negligence in destroying their records while this 
action was pending. Be that as it may, it is clear that the plaintiffs’ early 
production capacity was greatly curtailed by war shortages and that prior 
to 1945 they daily produced approximately only 200 pairs of shoes. This 
production figure when considered in conjunction with the plaintiffs’ in- 
substantial pre-1945 advertising* supports the finding below that the plain- 


3. Plaintiffs stated in their registration applications that their mark had been 
used on “men’s, women’s and children’s shoes of leather, suede, canvas, fabric or com 
position and combinations thereof.” The Court below found, and it is not seriously 
disputed here, that this statement was false in view of the fact that the mark has 
always been used exclusively on women’s shoes composed of leather. 

4. The Court found that the plaintiffs’ pre-1945 national advertising consisted 
solely of a single 144 page ad in a 1942 issue of Harper’s Bazaar and a single editorial 
credit in an issue of Vogue of the same year. During this period only eleven Hay- 
MAKERS ads of the plaintiffs appeared in New York City newspapers. The plaintiffs 
here argue that the elapse of nearly two decades has made it impossible to establish 
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tiffs’ mark was relatively unknown to both women consumers and members 
of the women’s apparel trade when the defendants first used the HAYMAKER 
mark in 1945. 

As noted, the defendants in 1945 first began using the HAYMAKER 
mark on their goods, which were characterized below as “women’s fashion- 
able and stylish sportswear apparel, such as dresses, skirts and waists.” 
Between April and November of that year the defendants sold their goods 
under the mark HAYMAKER Sports and thereafter the mark was shortened 
to HAYMAKER, which has been used continuously to the present time. While 
defendants themselves did not ineur large advertising expenditures in 
the early years of production, there is little dispute that their sportswear 
swiftly met with widespread sales and an excellent public recognition and 
reputation. The extensive advertising of defendants’ goods by those de- 
partment stores and women’s specialty shops which carried them was a 
significant factor in the rapid development of defendants’ HAYMAKER mark. 
While a comparison of the parties’ actual advertising expenditures is im- 
possible since the plaintiffs’ schedules, which were properly discredited 
below, are unreliable, we are satisfied that the Court below was correct 
in concluding that the defendants’ HAYMAKER line from soon after its 
inception has been far more widely known than that of the plaintiffs. 


During the parties’ eight year period of concurrent use which ante- 
dated the commencement of this action, they made numerous attempts to 
register their marks. The plaintiffs were finally successful in 1952, as 
noted above, after they obtained a letter of consent from the glove com- 
pany which had earlier registered the HAYMAKER mark. The defendants’ 
efforts were less rewarding. Their 1945 application to register HAYMAKER 
SPORTS was rejected in July 1945, because of the outstanding marks 
issued to the glove company, and their 1949 and 1952 applications for 
HAYMAKER met with similar denials. In June of 1953 the defendants’ 
application was rejected because of the intervening registration of the 
plaintiffs’ mark, but a subsequent application was finally passed for pub- 
lication by the Patent Office after that office found that the mark, when 
applied to the defendants’ goods, was not confusingly similar to any 
registered mark. The plaintiffs’ impending opposition has prevented the 
issuance of a registration to the defendants who published their mark in 
1954. 

Thus far, at least, the controlling facts are not in serious dispute. 
We will now examine two critical findings which the plaintiffs strenu- 
ously assail. First, the Court concluded that the defendants’ adoption 
and use of their HAYMAKER mark was in complete good faith—without 





anything more than a limited, distorted view of their pre-1945 advertising, which, they 
insist, significantly promoted the HAYMAKERS mark. In particular, the plaintiffs argue 
that a wide recognition of the HAYMAKERS mark was brought about by local department 
store advertising. Such advertising was not proved, and quite obviously the Court was 
limited by the evidence before it. 
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knowledge of the plaintiffs’ prior use and without desire to reap any 
benefits which might flow to a junior user of the HAYMAKER mark on 
goods related to those of the first user. We accept this finding, notwith- 
standing the plaintiffs’ contention that the defendants’ knowledge of the 
registered glove trademarks, be it actual, constructive, or imputed, was 
an infirmity attaching to their adoption of the HAYMAKER mark. The 
Court accepted the defendants’ testimony that they were first advised by 
their trademark Service of the glove mark use in 1949 and first learned 
of the plaintiffs’ use in 1952. We have no valid reason to disturb these 
credibility determinations. Indeed, the meagerness of the plaintiffs’ pre- 
1945 advertising and sales lends credibility to the defendants’ testimony 
that they had no actual knowledge of the plaintiffs’ prior shoe use when 
they commenced using their HAYMAKER mark in 1945. 

Nor can the defendants be charged with constructive notice of the 
glove marks which were registered under the earlier Act of 1905 since that 
Act had no counterpart to the constructive notice provisions of the Lanham 
Act, 15 U.S.C.A. § 1072. It is true that the Lanham Act indeed prevents 
a junior user from claiming good faith when his use begins subsequent to 
a prior user’s registration under the Act. But that provision is inap- 
plicable here. For the defendants’ use commenced more than two years 
prior to the effective date of that Act. 

Whether the uncommunicated knowledge of the defendants’ agent, 
their trademark Service, can, as the plaintiffs contend, be so imputed to 
the defendants as to establish their bad faith, we need not decide. For 
the defendants’ good faith in adopting and initially using their mark is 
not impugned by any knowledge which they might have subsequently’ 
received of a HAYMAKER mark used only on men’s gloves. And such 
knowledge, whenever received, would obviously not have put the defen- 
dants on notice of the plaintiffs’ use of such a mark on women’s shoes. 
We conclude that the finding as to the defendants’ good faith may not 
be disturbed. 

The second critical finding which is sharply attacked by the plaintiffs 
is that the defendants’ use of the HAYMAKER mark has not caused, nor is 
it likely to cause, confusion as to the source of origin of the defendants’ 
goods. This finding we cannot sustain. Confusion as to source of origin 
is, of course, the keystone of an action based upon infringement of a reg- 





5. As noted earlier in this opinion, the defendants began their use of the Hay- 
MAKER mark in April 1945. It was not until July 1945, if testimony of the plaintiffs’ 
witnesses be accepted, that the defendants’ trademark Service was notified of the glove 
company mark. 

6. Even if the defendants had knowledge of the men’s glove mark at the very 
time when they began to use the HAYMAKER mark, such knowledge did not necessarily 
establish their bad faith, even vis-a-vis the glove company. For there would have been 
little reason for defendants to assume that their use of the HAYMAKER mark on women’s 
sportswear would infringe on the men’s glove mark. In this connection, we note that 
the plaintiffs themselves advised the Patent Office that their women’s shoes and men’s 
gloves were goods “sufficiently dissimilar to preclude confusion.” 
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istered mark. 15 U.S.C.A. §1114(1). Thus, a crucial question here was 
whether there was a likelihood that an appreciable number of ordinary 
prudent purchasers of the defendants’ women’s sportswear might, by rea- 
son of the HAYMAKER mark, be misled into believing that the defendants’ 
goods came from the same source as the plaintiffs’ shoes. Maternally Yours 
v. Your Maternity Shop, 2 Cir., 234 F.2d 538, 110 USPQ 462 (46 TMR 
1509). We think this question should have been answered in the affirmative. 

We need not pause to consider the trial court’s ruling that those 
instances of actual confusion which the plaintiffs attempted to establish 
were de minimis. For we hold that a finding of likelihood of confusion 
as to origin was amply required by other more substantial proofs. This is 
a case where distinctive marks, which for all practical purposes are iden- 
tical, are used on closely related goods which serve both common fune- 
tions and common purchasers. Moreover, the defendants’ goods are 
marketed in a high percentage of the plaintiffs’ retail channels, in some 
instances, in fact, being sold on the same floor of leading New York 
department stores. There was uncontradicted evidence that a number 
of well known trademarks in the women’s apparel field—Dior, Capezio, 
Jantzen and Schiaparelli—are used to denote a common source for shoes 
and sportswear. We assume that this fact is common knowledge to many 
women purchasers who are, in the words of the trial court, possessed 
of a “certain degree of sophistication.” And if, as we have no reason 
to doubt, these consumers are also “discriminating” and “choosey and 
selective,” their necessary reliance upon labels would only heighten the 
possibility of confusion. 

Although the defendants have never attempted to pass off their goods 
as those of the plaintiffs, being apparently quite content to pay their own 
way, the fact of their good faith cannot eliminate the likelihood of con- 
sumer confusion. We need cite only two past instances of innocent, but 
confusing promotion which might easily reoccur in the future. Thus, 
a retail store has run local newspaper advertising in which the parties’ 
products have appeared in adjacent advertisements with the HAYMAKER 
mark being the sole source identification of both. And the parties’ products 
were depicted on facing pages of a national fashion magazine, each iden- 
tified by the editorial credit, “by Haymaker.” The trial court placed 
undue emphasis on the fact the plaintiffs’ shoes are principally keyed 
to comfort rather than style, whereas defendants’ sportswear is. highly 
stylish and fashionable. The parties sell women’s casual wear in the 
middle price range through similar and, in many instances, identical retail 
outlets. Even if we assume, arguendo, that the casual wear of both parties 
would not be worn by the same customer on the same occasion, we find 
no basis in the record for a conclusion that the parties’ goods are so un- 
related as to attract different segments of the feminine purchasing 
public. We hold that likelihood of confusion was established. See, e.g 


"2°? 
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General Shoe Corp. v. Lerner Bros. Mfg. Co., 45 CCPA 872, 254 F.2d 15 1 
117 USPQ 281 (48 TMR 1001) ; General Shoe Corp. v. Hollywood Maxwell 
Co., 47 CCPA 933, 277 F.2d 169, 125 USPQ 443 (50 TMR 648); 
In re Keller, Heumann & Thompson Co., 23 CCPA 837, 81 F.2d 399, 28 
USPQ 221 (26 TMR 83); Admiral Corp. v. Penco, Inc., 2 Cir., 203 F.2d 
917, 97 USPQ 24 (43 TMR 616) ; 8. C. Johnson & Son v. Johnson, 2 Cir., 
175 F.2d 176, 81 USPQ 509, cert. denied 338 U.S. 860, 88 USPQ 543 
(39 TMR 557) (and cases cited therein) ; ef. L. Nachman & Son, Ine. v. 
E. Lasner, Inc., 46 CCPA 780, 263 1°.2d 342, 120 USPQ 479 (49 TMR 586). 

The plaintiffs argue that as the first user of the HAYMAKER mark they 
are absolutely entitled to enjoin its use on related goods when, as here, 
some confusion is likely, even if the defendants acted in good faith in 
selecting and using their mark for many years, and even if the trial court 
was right in finding that a balance of the equities inclined heavily in the 
defendants’ favor. While this argument, perhaps quite literally, para- 
phrases the wording of the Lanham Act, 15 U.S.C.A. § 1114(1), it is 
perfectly clear that this Court, at least, has never subscribed to such a 
restrictive reading of the Act as would empower a first user, solely because 
of his priority, to automatically enjoin the use of the mark by an innocent 
junior user on related goods in every case where confusion of source of 
origin is likely... Such may be the law when the junior user, although 
acting in good faith, sells products which are in competition with those of 
the senior user since injury to its business is then inevitable. La Touraine 
Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115, 70 USPQ 429 
(36 TMR 271). But we have consistently held that a senior user possesses 
but two legitimate interests which may properly call for injunctive relief 
against a use by a junior user on related goods, namely, that he may 
at some future date desire to expand his business into the related field 
in which the junior user is operating and that he, in any event, should 
be able to develop his present business free from the stain and tarnish- 
ment which may result from improper trade practices of the junior user. 
But against these legitimate interests of the user are to be weighed the 
legitimate interests of the innocent second user. S. C. Johnson & Non v. 
Johnson, supra; Federal Telephone and Radio Corp. v. Federal Television 
Corp., 2 Cir., 180 F.2d 250, 84 USPQ 394 (40 TMR 219); Hyde Park 
Clothes, Inc. v. Hyde Park Fashions, Inc., 2 Cir., 204 F.2d 223, 97 USPQ 
246 (43 TMR 934), cert. denied 346 U.S. 827, 99 USPQ 491; G. B. Kent 


7. The plaintiffs’ registration of its HAYMAKERS mark for shoes does not carry 


any presumption of an exclusive right to use that mark on non-competing goods, such 
as the defendants’ sportswear. Its registration is prima facie evidence of its exclusive 
right to use the mark only “on the goods or services specified in the certificate.” 15 


U.S.C.A. §1115(a). In consequence, although this pending action has prevented th« 
plaintiffs’ mark from becoming incontestable under 15 U.S.C.A. § 1065, it may be noted 
that incontestability under that section would carry a conclusive presumption of the 
plaintiffs’ exclusive right to use its mark only on shoes. 
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& Sons, Limited v. P. Lorillard Co., 114 F.Supp. 621, 98 USPQ 404 (44 
TMR 153), aff’d 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 676). 

As the Court below quite properly recognized, this long line of au- 
thority establishes these principles as well beyond judicial reconsideration 
at this late date, and we restate them here only to remove any possible 
ambiguity which may have arisen from the trial court’s occasional char- 
acterization of its task as that of evaluating the parties’ conduct and 
weighing the “equities.” This process is more accurately described as 
balancing the conflicting interests both parties have in the unimpaired 
continuation of their trademark use. Such a clarification, we think, would 
have eliminated many issues raised below which, although they might 
bear on the “equities” of the parties, are irrelevant to a proper considera- 
tion of the interests involved.* 

We hold, however, that the balance of interests even when purged of 
all irrelevant considerations preponderates in defendants’ favor, although 
the balance was not as heavy as indicated below. While it is quite clear 
that the plaintiff’s mark is a strong one not merely because it is fanciful 
and arbitrary as applied to their goods, but also because it has not been 
often used by others on either related or on unrelated goods,°® it is not 
seriously disputed that the defendants have always produced a quality 
line of merchandise and that the probabilities are slight that they will 
ever tarnish the plaintiffs’ mark by producing inferior products. True, 
that possibility always exists. But not only does past performance point 
the other way, Federal Telephone and Radio Corp. v. Federal Television 
Corp., supra, but also it is fair to say, the defendants’ widespread quality 
reputation has actually enhanced and will in all probability continue to 
enhance the value of plaintiffs’ mark. Nor have the plaintiffs ever in- 
tended to make or sell women’s sportswear. Measured by past and 
present performance, the possibility of plaintiffs’ future expansion into 
that field is slight indeed, as we have already seen. They econcededly learned 
of the defendants’ use at least as early as February, 1952. Yet it was not 
until sixteen months later that they so much as sent a “cease and desist” 
letter to the defendants. Weighed against defendants’ interests in pre- 
serving the substantial good will they have created by means of their 
extensive, concurrent use of the HAYMAKER mark in good faith, the plain- 
tiffs’ interests and any resulting confusion are factors too slight to out- 
weigh the defendants’ interests. 





8. By way of example, we note that the trial court mistakenly considered as 
relevant the fact that the plaintiffs made certain false statements in their trademark 
applications, see fn, 3, supra; that the plaintiffs in early advertisements misrepresented 
to the publie that the HAYMAKERS shoe was registered in the United States Patent 
Office; and the absence of originality in the plaintiffs’ adoption of the HAYMAKERS mark. 

9. It appears that the only other uses of the HAYMAKER mark not already referred 
to have been on ladies’ handbags, farm seeds, hay storage bins, baler twine, hay and 
forage chopping machines, and possibly textile fabrics. 
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In view of the holding just stated, we need not consider whether 
the trial court was correct in ruling that the defendants had established 
a statutory defense under the Lanham Act, 15 U.S.C.A. § 1115(b) (5), 
or whether that section merely allows an innocent junior user, whose use 
antedated the first user’s registration, to avoid the conclusive effect of 
an otherwise incontestable registration, thus leaving the first user to his 
remedy under § 1114(1), subject to proving the validity of his mark. 

The plaintiffs’ unfair competition claim, which is based upon their 
common law rights in their trademark, is governed by essentially the same 
principles as those already discussed, regardless of whether state or federal 
law applies.’® Possible differences between the New York and federal law 
of unfair competition would not support the plaintiffs’ claim here. The 
plaintiffs’ reliance on the dilution theory, discussed in G. B. Kent & Sons, 
Limited v. P. Lorillard Co., supra, is misplaced. For they make no claim 
that their mark has been registered under Section 368-C of New York’s 
General Business Law. Dawn Donut Company v. Hart’s Food Stores, Inc., 
supra. And the facts here do not support a case of unfair competition 
under the decisional law of New York." 

We come finally to the provision of the decree sustaining the counter- 
claim with its directions to the Commissioner of Patents to dismiss the 
opposition to, and to grant, the concurrent registration of the defendants’ 
mark. This feature of the decree has not been made a ground of appeal 
or the subject-matter of argument on the appeal. Nevertheless, we feel 
that before we affirm mandatory directions to the Commissioner we should 
satisfy ourselves that the directions have statutory authority and are in 
other respects proper. Judicial authority for the directions is plainly 
conferred by § 37 of the Lanham Act, 15 U.S.C.A. § 1119.1 We turn 
to §2 of the Act, 15 U.S.C.A. § 1052, which contains the only provisions 
for concurrent registration, to determine whether the exercise of judicial 
power was proper. 





10. Maternally Yours, Inc. v. Maternity Shop, Inc., supra; Dawn Donut Company 
v. Hart’s Food Stores, Inc., 2 Cir., 267 F.2d 258, 121 USPQ 430 (49 TMR 631); Artype, 
Inc. vy. Zappulla, 2 Cir., 228 F.2d 695, 108 USPQ 51 (46 TMR 421); Hyde Parl 
Clothes, Inc. v. Hyde Park Fashions, Inc., supra; G. B. Kent & Sons, Limited vy. P. 
Lorillard Co., supra; cf. Speedry Products, Inc. v. Dri Mark Products, Inc., 2 Cir., 271 
F.2d 646, 123 USPQ 368 (50 TMR 343). 

11. In all such cases as Philadelphia Storage Battery Co. vy. Mindlin, 296 N.Y.S. 
176; Tiffany & Co. v. Tiffany Productions, 264 N.Y.S. 459 (23 TMR 1), aff’d 262 
N.Y. 482, 183 N.E. 30 (23 TMR 117); Long’s Hat Stores Corp. v. Long’s Clothes, 231 
N.Y.S. 107 (18 TMR 562); Forsythe Co. v. Forsythe Shoe Corp., 254 N.Y.S. 584 (22 
TMR 246), modified 259 N.Y. 248, 181 N.E. 467 (22 TMR 327), the second user had 
commenced his use with full knowledge of the first user’s extended, widespread use 
and with no interest other than to appropriate and trade on the first user’s good will. 
Furthermore, in many of these cases the first user also either contemplated entering 
the second user’s market or was in likelihood of having his mark tarnished by the 
second user’s trade practices. 

12. Bascom Launder Corp. v. Telecoin Corp., 2 Cir., 204 F.2d 331, 335, 97 USPQ 
186, 188 (43 TMR 724); Massa v. Jiffy Products Co., 9 Cir., 240 F.2d 70% 
USPQ 241, 244; and Simmonds Aerocessories y. Elastic Stop Nut Corp., 2: 
490-491, 118 USPQ 187, 191 (48 TMR 1469). 
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Section 1052(d), as appears from the text which we show in the 
margin,'* exempts from the requirement of mandatory registration marks 
previously used which when applied to the goods of the applicant might 
eause confusion. And the proviso of § 1052(d) authorizes a permissive, 
concurrent registration to a second applicant in two classes of cases: (1) 
when there has been a concurrent lawful use by the second applicant 
prior to the first registration and when the Commissioner or a court on 
appeal determines that the concurrent registration can be granted with- 
out causing confusion; and (2) when “a court has finally determined 
that more than one person is entitled to use the same or similar marks in 
commerce.” Our holdings as stated in the earlier part of this opinion 
bring this case within the second class of the proviso. 

On the face of the proviso the second class was stated more broadly 
than the first in that it was not restricted to cases in which concurrent 
registration of a second mark would not result in confusion. We think it 
reasonable to infer that the absence of that restriction in the second class 
was deliberate. We hold that by the second class it was intended to 
extend rights of registration to cases like this in which the applicant 
has engaged in a lawful concurrent use of the mark and proposes to 
continue in the use only on noncompeting goods where the likelihood of 


public confusion and of private harm is slight. Cf. Derenberg, The Patent 


Office as Guardian of the Public Interest in Trademark Registration Pro- 
13. “§ 1052. Trademarks registrable on principal register; concurrent registration 
“No trademark by which the goods of the applicant may be distinguished from 

the goods of others shall be refused registration on the principal register on account 


of its nature unless it— 
* * * 


“(d) Consists of or comprises a mark which so resembles a mark registered in 
the Patent Office or a mark or trade name previously used in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or to deceive purchasers: Provided, That the Commis- 
rister as concurrent registrations the same or similar marks to more 


— 


sioner may res 
than one registrant when they have become entitled to use such marks as a result of 
their concurrent lawful use thereof in commerce prior to any of the filing dates of 
the applications involved and the Commissioner or a court on appeal determines that 
confusion or mistake or deceit of purchasers is not likely to result from the continued 
use of said marks under conditions and limitations as to the mode or place of use o1 
[So in original. Probably should read “of.”] the goods in connection with which such 
registrations may be granted which conditions and limitations shall be prescribed in 
the grant of the concurrent registrations thereof; and concurrent registrations may 
be similarly granted by the Commissioner with such conditions and limitations when 
«a court has finally determined that more than one person is entitled to use the same 
or similar marks in commerce. The Commissioner shall give not less than thirty days’ 
written notice to all applicants, registrants, and users specified by any of the parties 
concerned of any application for concurrent registration and of the time and place of 
the hearings thereon. When the Commissioner decides to grant a concurrent registra- 
tion the proposed registration shall be published in the Official Gazette of the Patent 
Office and the application shall be subject to opposition as hereinafter provided in this 
chapter for other applications to register marks. Concurrent registrations may be 
ordered by a court in an action under the provisions of section 63 of Title 35, unde: 
such conditions and limitations as the court considers proper in accordance with this 
chapter.” 
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ceedings, 14 Law and Contemporary Problems 288, pp. 313-314 (1949). 


We conclude that the directions below were altogether proper and ap- 


propriate. The defendants’ application was in specific terms; it sought 
registration of the mark “on women’s shirts, skirts, blouses, shorts, jackets, 
dresses, suits and slacks.” No further restrictions seem necessary to pre- 
clude its use on shoes. 

The defendants’ request for an award of counsel fees on this appeal 
is denied. We have no reason to doubt that this appeal was brought in 
good faith to press issues which are far from frivolous. Certainly the 
contrary has not been established. 


Affirmed. 
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NATIONAL VAN LINES, INC. v. DEAN et al. 
No. 13026—C. A. 7 — March 15, 1961 — 129 USPQ 107 


600.1—CONFUSING SIMILARITY—IN GENERAL 

It is well established in trademark infringement cases that it is not necessary 
for a plaintiff to show instances of actual confusion, but only a likelihood of con- 
fusion. 

The ultimate question to be determined is whether purchasers of moving ser- 
vices are likely to be confused or mistaken or deceived by defendants’ use of its 
corporate name superimposed on an outline map of the United States, including 
red and white or black and white stripes below the name, in competition with plain- 
tiff’s use of its corporate name superimposed on a shield with alternate red and 
white or black and white stripes below its name. 
14—COURTS—BASIS OF RELIEF—COLORABLE IMITATIONS 

The standard of determining whether there is an infringement of a trademark 
is not dependent upon use of identical words or design but it is sufficient if one 
adopts the trade name or trademark so like another in form, spelling or sound that 
someone who does not have a very definite or clear recollection as to the real trade- 
mark is likely to become confused or misled. Infringement is not determined on 
the basis of a side by side visual comparison and the purchasing public’s state of 
mind must be determined when confronted by somewhat similar trade names singly 
presented. 

500.8—COURTS—CONFLICT OF LAWS 

Test of unfair competition under Illinois law is whether the adoption and use 
of a name is likely to cause confusion in the trade as to the source of products, 
or is likely to lead the public to believe that the defendant is in some way con- 
nected with plaintiff. It is no longer necessary in Illinois to show palming off in 
order to sustain a cause of action for unfair competition. 
21—COURTS—BASIS OF RELIEF—DOMINANT FEATURES 

Plaintiff may not dissect its mark and claim a monopoly in its use of vertical 
stripes in colors or in black and white. Mark must be considered in its entirety, 
not by separating its component parts. Stripes of plaintiff’s composite mark have 
not acquired a secondary meaning and plaintiff has no exclusive right in the use 
of stripes per se in connection with its moving services. 

500.32b—COURTS—NAMES—IN GENERAL 

One entering a field of endeavor already occupied by another should in the 
selection of a trade name or trademark keep far enough away to avoid all possible 
confusion, In measuring the conduct of an alleged infringer, the court may look 
to see whether principles of “old-fashioned honesty” were followed. 
77—COURTS—PLEADING AND PRACTICE—FINDINGS OF FACT 

Memorandum opinion of Trial Court recognized and applied the applicable legal 
standards and Circuit Court is not at liberty to disturb the findings of fact unless 
it can say as a matter of law that the court’s interpretation of the findings was 


clearly erroneous, 


Action by National Van Lines, Inc. v. Alfred E. Dean and Dean Van 
Lines Inc., for trademark infringement and unfair competition. Plaintiff 
appeals from judgment of District Court for Northern District of Illinois 
for defendants. Affirmed. 
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Case below reported at 129 USPQ 115 wherein judgment was granted 
for defendants. 

See also 47 TMR 351. 
Kenneth T. Snow, of Chicago, Illinois, for appellant. 
George B. Newitt, of Chicago, Illinois, for appellees. 


Before Hastineas, Chief Judge, and Durry and ScHNACKENBERG, Circuit 
Judges. 


Hastine¢s, Chief Judge. 

National Van Lines, Ine. (National), an Illinois corporation, plaintiff- 
appellant, brought this action for damages and injunctive relief. Named 
as defendant were Dean Van Lines, Ine. (Dean), a California corporation, 
Alfred E. Dean, President of Dean, a California citizen, defendants- 
appellees, and John Mechanic, a Wisconsin citizen and National Van Lines, 
a Wisconsin corporation. National dismissed the action as to Mechanic 
and the Wisconsin corporation, and they are no longer parties to this 
proceeding. 

National charged defendants with infringement of its service marks, 
Registration Nos. 548,018 and 563,950, alleged unfair competition and 
asked that defendants be found to have violated a prior injunction issued 
by the United States District Court for the Southern District of California. 

The present action was filed and tried in the United States District 
Court for the Northern District of Illinois, Eastern Division. The district 
court entered judgment in favor of defendants, from which judgment 
this appeal was taken. 

The errors relied on for reversal arise out of the failure of the trial 
court to grant National any relief. 

All parties to this action are engaged in the business of moving 
household goods by motor van in interstate commerce. 

The California action was brought by National (plaintiff here) against 
Alfred E. Dean (one of defendants here), trading under the firm name 
and style of National Transfer & Storage Co. That proceeding contained 
eounts for breach of contract, trademark infringement and unfair com- 
petition. After the trial court entered judgment for defendant on all 
counts, the Ninth Circuit, on appeal, found unfair competition and re- 
versed on that issue. National Van Lines v. Dean, 9 Cir., 237 F.2d 688, 
111 USPQ 165 (47 TMR 198) (1956). 

A summary of the factual background leading up to the present 
litigation is set out in that opinion: 


“Appellant, National Van Lines, Inc., is an Illinois corporation. 
It engages in the nation-wide business of moving household goods by 
motor van. The forerunner of the present company was started in 
1928. under the name NATIONAL SHIPPERS & MOVERS. In about 1930, 
the company began using this name, placed horizontally on a shield 
with vertical stripes, as a service mark. 
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“In June, 1934, the business was incorporated under the name 
NATIONAL VAN LINES, INC. The service mark was then changed to its 
present form. It shows the new name in blue or black, between heavy 
red or black lines, across the middle of a shield. The upper part of 
the shield is in blue or black, across which the words NATION WIDE 
appear in white. The lower part of the shield, outlined in blue or 
black, consists of red and white, or black and white, vertical stripes. 

“Late in October, 1944, appellant and appellee, Alfred E. Dean, 
entered into negotiations looking to the execution of an agency con- 
tract. In contemplation of this arrangement, Dean began a local 
moving van business in the San Diego Bay area, under the name 
‘National Van & Storage.’ The contract was signed on November 7, 
1944. Under its terms, appellee undertook to book interstate shipments 
for appellant on a commission basis. The business so booked was to 
be handled by appellant under the latter’s name. 

“Appellee, who was permitted to continue his local moving busi- 
ness, agreed in this contract that he would not use the names ‘National 
Van,’ ‘National Van Lines,’ or ‘National Van Lines, Ine.’ As soon as 
the contract was executed, Dean accordingly changed his firm name 
to ‘National Transfer & Storage Co.’ 

“On May 17, 1948, appellant filed an application for the registra- 
tion of its service mark, described above, on the principal register 
of the United States Patent Office. The application states that no 
claim is made to the words ‘Nation Wide’ and ‘Van Lines, Ine.’ apart 
from the mark as shown. This mark was registered on September 11, 
1951. On January 4, 1952, appellant filed a similar application to 
register the service mark NATIONAL VAN LINES without the shield. 
This was registered on September 9, 1952. 

“In November, 1949, Dean adopted the service mark which, ap- 
pellant asserts, infringes upon the latter’s mark, constitutes unfair 
competition, and amounts to a breach of the agency contract. In 
Dean’s mark, the words NATIONAL TRANSFER & STORAGE, in blue or 
black, are superimposed across the middle of an outline map of the 
United States. The word NATIONAL is emphasized by the use of shaded 
block letters. The upper part of the outline map is shown in light blue 
or gray. The lower part consists of red and white, or black and white, 
vertical stripes, across which the words ‘Coast to Coast via Motor Van’ 
appear. 

“The ageney contract was canceled by Dean on February 20, 1950. 
He immediately changed the character of his business from that of a 
local mover to a nation-wide mover. His business increased from a 
four-van local moving business, grossing $8,900 in 1944, to an eighty- 
three-van nation-wide business, grossing $688,000 in 1951. Thus, 
appellant and appellee became, and now are, direct nation-wide com- 
petitors.” Id. at pages 690-91, 111 USPQ at 166-167 (47 TMR at 201). 


On remand to the California district court, judgment was entered 


holding National’s registered mark No. 548,018 good and valid in law and 
finding unfair competition. Alfred E. Dean and all others acting in concert 
with him were permanently enjoined and restrained as follows: 
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“6. Defendant, his agents, servants, employees and all those in 
concert with him, are hereby permanently enjoined and restrained 
from : 

a. Conducting business or rendering services related to or 
comprising moving household goods by motor van, under the 
trade name or service mark, the principal characteristic of which 
is the use of vertical stripes in red and white, or black and white, 
below a name which begins with the word NATIONAL or any 
colorable imitation thereof. 

b. Otherwise competing unfairly with plaintiff in rendering 
services comprising moving household goods by motor van.” 

It was stipulated in the present action: 

“16. That defendant began to identify moving business by the 
name DEAN VAN LINES’ six months prior to the trial of the cause in 
the [California] District Court referred to in paragraph 15 and had 
discontinued completely the use of the name NATIONAL TRANSFER AND 
STORAGE COMPANY prior to the issuance of the injunction referred to 
in paragraph 15; and defendant has not used the name NATIONAL in 
any form to identify its services since the injunction issued.” 


Plaintiff’s marks, Registration No. 548,018, registered on September 
11, 1951, and Registration No. 563,950, registered on September 9, 1952, 
are described in the Ninth Circuit opinion, supra. Plaintiff’s mark, Regis- 
tration No. 699,573, issued after the present appeal was filed. It covers a 
service mark similar to No. 548,018, except that there is no wording thereon. 

Presently Dean identifies its services by a mark consisting of the name 
DEAN VAN LINES superimposed on an outline map of the United States, 
the map carrying alternate red and white stripes or black and white stripes 
in the lower portion below the name. Also, below the name appear the 
words WORLD WIDE SERVICE. 

Dean also uses an ancillary mark sTo-PAK superimposed on an outline 
similar to the one above described. It appears that it is always used in 
the proximity of DEAN VAN LINES. 

As stated in National Van Lines v. Dean, supra, at pages 693, 111 
USPQ at 169 (47 TMR at 204): 


“T National | is not seeking to protect the word NATIONAL or ver- 
tical stripes, considered separately, as service marks. Jt is the com- 
posite of the words plus the stripes which |National| here defends. 
* * * That composite mark, in our opinion, is sufficiently distinctive 
to deserve judicial protection.” (Emphasis added.) 


In plaintiff’s application for its service mark Registration No. 548,018, 
it was expressly stated, “No claim is made to the words NATION WIDE and 
VAN LINES INC. apart from the work as shown.” 

Title 15, U.S.C.A. § 1114(1) in pertinent part provides: 


“Any person who shall, in commerce, (a) use, without the consent 
of the registrant, any reproduction, counterfeit, copy, or colorable 
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imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any * * * services * * * which * * * use is 
likely to cause confusion or mistake or to deceive purchasers as to the 
source of origin of such * * * services; * * * shall be liable to a civil 
action by the registrant * * * .” 


Title 15, U.S.C.A. § 1127 defines “counterfeit” as “a spurious mark 
which is identical with, or substantially indistinguishable from, a regis- 
tered mark.” ‘“Colorable imitation” is defined as including “any mark 
which so resembles a registered mark as to be likely to cause confusion or 
mistake or to deceive purchasers.” 

On the issues of infringement and unfair competition, the ultimate 


question to be determined is whether purchasers of moving services are 
likely to be confused or mistaken or deceived by reason of Dean’s use of 


its corporate name superimposed on an outline map of the United States, 
including red and white or black and white stripes below the name, in 
competition with National’s use of its corporate name superimposed on a 
shield, including alternate red and white or black and white stripes below 
the name. 

National’s first two principal contentions charge that the trial court 
erred in: 

“1. Finding that the only common characteristic of the respective 
marks is the use of vertical stripes in either black and white, or red, 
white and blue; 

“2. Finding that the stripes of plaintiff’s composite mark apart 
from the mark as a whole have not acquired a secondary meaning and 
that plaintiff has no exclusive right in the use of stripes per se in 
connection with moving services.” 


During the pendency of the present appeal, this cause was remanded 
to the district court to consider newly discovered evidence brought into 
existence by the issuance of National’s Registration No. 699,573 subsequent 
to the entry of the judgment appealed from. National asserts that the trial 
court erred in finding that this evidence warranted no change in its 
decision. 

Beginning with the holding in Barbasol Co. v. Jacobs, 7 Cir., 160 F.2d 
336, 340, 72 USPQ 350, 354 (37 TMR 135) (1947), repudiating the rule 
laid down in Rytex Co. v. Ryan, 7 Cir., 126 F.2d 952, 954, 52 USPQ 523, 
525 (32 TMR 195) (1942), it is now well established in trademark in- 
fringement cases that it is not necessary to show instances of actual con- 
fusion but that a plaintiff is only required to show a likelihood of confusion. 
Philco Corporation v. F. & B. Mfg. Co., 7 Cir., 170 F.2d 958, 960, 79 
USPQ 376, 377 (39 TMR 23) (1948); Albert Dickinson Co. v. Mellos 
Peanut Co., 7 Cir., 179 F.2d 265, 270, 84 USPQ 172, 175-176 (40 TMR 107) 
(1950) ; Independent Nail & Pack. Co. v. Stronghold Screw Prod., 7 Cir., 
205 F.2d 921, 925, 98 USPQ 172, 175-176 (44 TMR 46) (1953); Keller 
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Products v. Rubber Linings Corp., 7 Cir., 213 F.2d 382, 386, 101 USPQ 
307, 311 (44 TMR 1095) (1954); G. D. Searle & Co. v. Chas. Pfizer & Co., 
7 Cir., 265 F.2d 385, 387, 388, 121 USPQ 74, 76 (49 TMR 832) (1959). 

The ultimate standard in determining whether there is an infringe- 
ment of a trademark “does not depend upon the use of identical words 
or design,” but rather “it is sufficient if one adopts a trade name or a 
trademark so like another in form, spelling, or sound that one, with a not 
very definite or clear recollection as to the real trademark, is likely to 
become confused or misled.” Keller Products v. Rubber Linings Corp., 
7 Cir., 213 F.2d 382, 387, 101 USPQ 307, 311 (44 TMR 1095) (1954) ; 
Independent Nail & Pack, Co. v. Stronghold Screw Prod., 7 Cir., 205 F.2d 
921, 924, 98 USPQ 172, 174-175 (44 TMR 96) (1953); Northam Warren 
Corporation v. Universal Cosmetic Co., 7 Cir., 18 F.2d 774, 775 (17 TMR 
203) (1927). 

Infringement is not to be determined on the basis of a side-by-side 
visual comparison; “we must determine the purchasing public’s state of 
mind when confronted by somewhat similar trade names singly presented.” 
G. D. Searle & Co. v. Chas. Pfizer & Co., 7 Cir., 265 F.2d 385, 388, 121 
USPQ 74, 76 (49 TMR 832) (1959); Square D Company v. Sorenson, 7 
Cir., 224 F.2d 61, 64, 106 USPQ 45, 47 (45 TMR 1102) (1955); Albert 
Dickinson Co. v. Mellos Peanut Co., 7 Cir., 179 F.2d 265, 270, 84 USPQ 
172, 175-176 (40 TMR 107) (1950). 

The issue of unfair competition is determined by the law of Illinois. 
Keller Products v. Rubber Linings Corp., 7 Cir., 213 F.2d 382, 387, 101 
USPQ 307, 311 (44 TMR 1095) (1954). And, as Judge Duffy stated 
in Independent Nail & Pack. Co. v. Stronghold Screw Prod., supra, 205 
F.2d at page 926, 98 USPQ at 176 (44 TMR 96): 


“We think that the test under the Illinois law is whether the 
adoption and use of a name by defendant is likely to cause confusion 
in the trade as to the source of products, or is likely to lead the public 
to believe that the defendant is in some way connected with the 
plaintiff. * * * [It is] agreed that in Illinois palming off is no longer 
necessary to sustain a cause of action for unfair competition.” 


It is clear that the Ninth Circuit, in the California case, held National’s 
mark to be valid in its composite form and in a footnote 6 expressly stated 
that its ruling did not apply to Dean’s mark now before us. National Van 
Lines v. Dean, supra, 237 F.2d at pages 692-93, 111 USPQ at 169 (47 
TMR at 203). 

In its reply brief filed in the present appeal National now grounds 
its case on “defendant’s wrongful uses of striped designs which are col- 
orable imitations of plaintiff’s striped designs.” The validity of National’s 
mark in its entirety is not seriously questioned, but it does not follow 
that it may dissect its mark and claim a monopoly in its use of vertical 
stripes in colors or in black and white. Life Savers Corp. v. Curtiss Candy 
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Co., 7 Cir., 182 F.2d 4, 9, 85 USPQ 440, 443-444 (40 TMR 520) (1950). 
Its mark was arranged in composite form and as such constituted a 
symbol. Under such circumstances it must be considered in its entirety, 
not by separating its component parts. James Heddon’s Sons v. Millsite 
Steel & Wire Works, 6 Cir., 128 F.2d 6, 8, 53 USPQ 579, 581 (32 TMR 410) 
(1942). “The commercial impression of a trademark is derived from it as a 
whole, not from its elements separated and considered in detail.” Beckwith 
v. Commr. of Patents, 252 U.S. 588, 545-46 (10 TMR 255) (1920). 

Aside from a stipulation relating to National of Wisconsin subse- 
quently mentioned, the only evidence National can point to in the record 
in this ease which might establish the likelihood of confusion in the mind 
of the viewer is certain photographic exhibits. It claims “the impressions 
created by the vertical lines are manifest.” The trial court did not think 
so. It found that “the stripes of plaintiff’s composite mark * * * apart 
from the mark as a whole have not acquired a secondary meaning and 
that plaintiff has no exclusive right in the use of stripes per se in con- 
nection with its moving services.” We agree. 

In Life Savers, supra, a case dealing with the use of colored stripes 
as a background on a candy package, we said, 182 F.2d at page 8, 85 
USPQ at 443 (40 TMR at 524-525) : 


“A new competitor is not held to the obligations of an insurer 
against all possible confusion. He is not obligated to protect the 
negligent and inattentive purchaser from confusion resulting from 
indifference. * * * ‘Instead, they are required only to mark or desig- 
nate them in such manner that purchasers exercising ordinary care 
to discover whose products they are buying will know the truth and 
not become confused or mistaken.’”’ 


“ 





We are not unmindful of our admonition that “|o]ne entering a field 
of endeavor already occupied by another should, in the selection of a 
trade name or trademark, keep far enough away to avoid all possible 
confusion,” in Northam Warren Corporation v. Universal Cosmetic Co., 
7 Cir., 18 F.2d 774, 775 (17 TMR 203) (1927), and repeated in G. D. 
Searle & Co. v. Chas. Pfizer & Co., 7 Cir., 265 F.2d 385, 387, 121 USPQ 
74, 75 (49 TMR 832) (1959). Likewise, it is well to repeat that in 
measuring the conduct of an alleged infringer, we may look to see whether 
“ ‘principles of old-fashioned honesty’ were followed.” Independent Nail 
& Pack. Co. v. Stronghold Screw Prod., 7 Cir., 205 F.2d 921, 924, 98 
USPQ 172, 175 (44 TMR 96) (1953). 

However, in this case we are faced with the unequivocal findings of 
the trial court favorable to Dean. Our examination of the record reveals 
substantial support for these findings and compels us to hold that they 
are not clearly erroneous. We have read the memorandum opinion, 129 
USPQ 115, of the trial court and find that it recognized and applied the 
applicable legal standards set out in the cases we have reviewed. “In such 
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a situation we are not at liberty to disturb the findings of fact unless we 
can say as a matter of law that the court’s interpretation of the evidence 
is clearly erroneous.” Philco Corporation v. F. & B. Mfg. Co., 7 Cir., 
170 F.2d 958, 960, 79 USPQ 376, 377 (39 TMR 23) (1948). 

We hold that the trial court did not err in finding there was no 
infringement of National’s marks and that there was no unfair compe- 
tition with National. 

We have examined the record relating to the alleged violation of the 
California injunction by defendants. This claim arises out of an agency 
agreement between Dean and National Van Lines (of Wisconsin) whereby 
National of Wisconsin was permitted to use Dean’s service marks in con- 
junction with its name on its trucks and in its advertising. It is stipulated 
that there were instances of actual confusion between National and National 
of Wisconsin while the latter was Dean’s agent. 

However, it is undisputed that the agency contract between National 
of Wisconsin and Dean was eanceled on May 20, 1957 and that National 
subsequently purchased the trademark rights of National of Wisconsin 
and dismissed this action as to that corporation and its chief executive 
officer (Mechanic) on July 18, 1957. 

We think this issue is now moot. In any event, we find nothing in 
the record showing that defendants violated the California injunction in 
any manner as a result of their business dealings or relationship with 
National of Wisconsin and Mechanic. 

We deem it unnecessary to review the record relating to the use of 
various components of National’s marks over a period of many years by 
numerous business concerns, some of which were in the transportation 
business similar to that of National. 

The trial court reached a correct result in this case. The judgment 
of the district court is affirmed. 
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THE SINGER MANUFACTURING COMPANY et al. v. SUN 
VACUUM STORES, INC., et al. 


No. 135-59 —D. C., D. N. J.— April 5, 1961 —129 USPQ 100 


55—COURTS—SCOPE OF RELIEF—CONTEMPT PROCEEDINGS 

Holding a party in contempt calls for the exercise of careful discretion by the 
Court and that discretion should be based on clear and convincing evidence. 

A corporation is responsible for the acts of its employees, and the degree of 
responsibility is no less severe in civil contempt than in criminal contempt pro- 
ceedings. A corporation is not absolved of this responsibility simply by ordering 
compliance of Court orders by its employees, but must sufficiently police compliance. 
Good intentions do not absolve violations of a decree. 

The frequency of violations of a decree is immaterial. It is highly unlikely 
that the three isolated instances raised by plaintiff were the exception rather than 
the rule, and, in any event, plaintiff need not prove a massive assault on the decree. 

500.53—COURTS—SCOPE OF RELIEF—ATTORNEY’S FEES 

Having found defendant in civil contempt by attempting to use plaintiff’s 
name to lure prospective customers, contrary to a decree, the Court will award 
costs and counsel fees to plaintiff for the prosecution of the proceeding, based 
on what the Court determines to be reasonable under the circumstances. 

500.57—COURTS—SCOPE OF RELIEF—DAMAGES 

Award of a fine in the amount defendant unfairly gained is not proper in 
absence of proof of actual injury to plaintiff. An in terrorem fine is justified to 
add to the slight deterrent effect that results from awarding counsel fees, and will 
be set when the parties appear for entry of an order in conformity with the opinion. 


Action by The Singer Manufacturing Company et al. v. Sun Vacuum 
Stores, Inc., et al. for trademark infringement. Sun Vacuum Stores, Inc., 
held in contempt. 


Riker, Danzig, Marsh & Scherer and Dickenson R. Debevoise, of Newark, 
New Jersey (William Mulherne, of New York, N. Y., of counsel) for 
plaintiffs. 

Mayer & Mayer and Abraham L. Mayer, of Newark, New Jersey, for 
defendants. 


HarTSHORNE, District Judge. 


In October, 1959, a consent decree was entered in this trademark 
infringement case. Subsequently plaintiff brought civil contempt pro- 
ceedings against Sun (the corporation) and Lieberman and Cohen, cor- 
porate officers, as individuals. Plaintiff alleges that the defendants are 
in contempt of paragraph 5 of the decree, which reads as follows: 


“5. Defendant corporation, its officers and directors, and the 
individual defendants, and the agents, employees, representatives, 
privies and confederates of, and all those in active concert or par- 
ticipating with or holding by, through or under, any of the foregoing, 
and the successors of each and all of said defendants, be, and the 
same hereby are, permanently enjoined and restrained from using 
any of plaintiffs’ marks or names in advertising products in news- 
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papers, on radio or television or otherwise where the purpose thereof 
is not to make a bona fide offer to sell the products advertised under 
such marks or names, but the purpose is to sell or further the sale of 
other products. It shall be prima facie evidence that an offer to sell 
products advertised in association with plaintiffs’ marks or names is 
not bona fide, and that the purpose is to further the sale of other 
products, that the advertiser follows any practice such as: (1) failing 
to show or demonstrate such a product; (2) showing, demonstrating 
or delivering such a product which is inferior to the product as adver- 
tised ; (3) disparaging such a product, before or after the sale thereof, 
which, however, shall not include the making of a truthful statement 
as to the age of the product not inconsistent with any advertisement 
of such product by any defendant; (4) refusing to sell such a product; 
(5) claiming undue delay in delivery of such a product; (6) failing 
to make reasonably prompt delivery of such a product for which an 
order has been taken; (7) claiming unavailability of replacement 
parts or repair service for such a product; or (8) misrepresenting 
any such product as to quality.” 


Thereupon a hearing was held lasting three days, evidence being 
offered by both sides. Plaintiff asks this Court to adjudge the corporate 
and individual defendants in contempt, to award reasonable counsel fees 
to plaintiff, to assess a fine equivalent to the profits unlawfully made by 
defendants, and to establish an in terrorem fine to prevent future vio- 
lations of the decree. 


The lengthy evidence presented reveals the following situation: 


After the signing of the decree, defendants issued orders to their 
salesmen employees to abstain from violating the decree, including para- 
graph 5. However, certain salesmen, in response to inquiries from mail 
advertisements, paid visits to the homes of several employees of Singer 
Manufacturing Company. These advertisements told of various bargain 
prices for rebuilt Singer machines, and, while mentioning the MORSE ma- 
chine, clearly “played up” the Singer rebuilt machine and offered a home 
demonstration of the stncER. Defendants also advertised extensively in 


the newspapers to the same effect. The salesmen displayed the rebuilt 
SINGER machines, but disparaged them as to their ability to perform. In 
the case of one Jackson, the salesman, after disparaging the SINGER ma- 


chine, went to his car and brought back a MORSE machine and spoke 
highly thereof in an effort to sell it rather than the sINGER and offered 
significant price concessions. When Jackson declined the offer of the 
Morse. the salesman, whose name is Mr. Lange, tried to sell the Universal 
machine at an even lower price. Again Jackson refused and finally pur- 
chased the reconditioned Singer at a cost of $19.90. 

One Nardone, answering an ad in the newspaper, arranged for a 
salesman to display the rebuilt Singer. When Mr. Lange arrived, he did 
not have the Singer with him, saying that he only had vacuum cleaners 
to sell and that evidently there had been a mix-up. However, he did have 
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a Morse machine in his car and proceeded to give a demonstration. Lange 


began to disparage the Singer and praise the Morse, stating, among other 


things, that Singer machines were not made in the United States. Later 
testimony of Mr. Kard refuted this. 

On another occasion a Miss Froden answered a mail advertisement 
for a demonstration of the rebuilt Singer. The salesman began to dis- 
parage the competence of the Singer machine while demonstrating it. Miss 
Froden persisted in her desire to purchase the rebuilt Singer and gave 
the salesman a check for the machine. The salesman then demonstrated 
the Morse and praised it in an effort to persuade Miss Froden to change 
to the Morse. Subsequently he returned the check, saying he could not 
part with the Singer machine as it was his only demonstrator. 

He stated that the corporation would deliver another similar rebuilt 
Singer shortly thereafter and payment could be made then. The machine 
did not arrive as scheduled and Miss Froden telephoned Sun, and the 
promise was made that it would be delivered the following week. How- 
ever, the machine was never delivered. 

These were the three instances presented by plaintiff to pinpoint 
alleged violations of paragraph 5. The defendants offered no evidence 
contradicting these three instances. They did not offer testimony from 
their salesmen to rebut the plaintiff’s witnesses. The main thrust of the 
defense was that the individual defendants, acting for the corporation, 
had ordered compliance with the decree and that the actions set forth 
above did not constitute a violation of paragraph 5 by virtue of a careful 
reading and interpretation thereof. With this contention the Court cannot 
agree. Both on the law and on a eareful reading of paragraph 5, this 
Court concludes that the corporate defendant must be held in contempt. 
The evidence, while indicating some activities which appear consistent with 
an effort to violate the decree, does not appear sufficient to warrant a 
finding of contempt as to Lieberman and Cohen. The fact that they did 
issue orders to their employees outweighs the rather sketchy evidence 
presented by the plaintiff in this regard. The evidence did indicate that 
Morse was involved with Sun in the advertising campaign, but the facts 
therein are not such as would warrant a finding of contempt as to Lieber- 
man and Cohen. Holding someone in contempt of a Court’s order calls 
for the exercise of careful discretion by the Court and that discretion 
should be based on clear and convincing evidence. See Fox v. Capital Co., 
96 F.2d 684 (3 Cir. 1938); Bigelow v. RKO Radio Pictures, 78 F.Supp. 
250 (N.D. Ill. 1948). As to the corporate defendant the law is quite clear. 
A corporation is responsible for the acts of its employees and Judge 
McLaughlin, speaking for the Third Circuit, in the case of United States v. 
Armour & Co., 168 F.2d 342 (3 Cir. 1948), made it clear that the ecor- 
poration was in criminal contempt resulting from the acts of its employees. 
Although the defendant corporation was much larger than Sun, the Third 
Circuit nevertheless held the corporation accountable. Certainly, if the 
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corporation is accountable in criminal contempt, it would follow that its 
degree of responsibility for employee actions is no less severe in civil 
contempt proceedings. Other authorities are to the same effect. Gillette 
Safety Razor Co. v. Wolf, 180 F. 776 (S.D.N.Y. 1910); United States v. 
Van Riper, 154 F.2d 492 (3 Cir. 1946); Admiral Corporation v. Price 
Vacuum Stores, 141 F.Supp. 796, 109 USPQ 451 (46 TMR 842) (E.D. 
Pa. 1956). Defendants cite the case of United States v. Tastee Baking 
Company, 55 F.Supp. 490 (N.D. Tex. 1944). That case is distinguishable 
since the United States there was seeking an injunction, not contempt for 








the violation of a prior injunction. However, in dictum the Court seemed 





to indicate that a corporation should not be held in contempt as a matter 





of discretion in seeking an equitable result where the corporation issues 





orders for compliance, but its employees violate such orders. The Third 





Cireuit rule is not only controlling in this Court but appears to be a far 





wiser course. The orders of the Court must be obeyed, and to absolve a 





large or small corporate defendant from its responsibilities simply because 
s ply 





the corporation has ordered compliance but has not sufficiently policed 





same, would be to open the door for wholesale disobedience of the Court. 
As reiterated by Judge McLaughlin at pages 343 and 344, in quoting 
Judge Cardozo: 







“The employer ‘does not rid himself of that duty because the 
extent of the business may preclude his personal supervision, and 
compel reliance on subordinates. He must then stand or fall with 
those whom he selects to act for him. He is in the same plight, if they 
are delinquent, as if he had failed to abate a nuisance on his land. * * * 
It is not an instance of respondeat superior. It is a case of the non- 
performance of a nondelegable duty.’ ”’ 











Although the salesmen may have been acting on their own in violating 
the decree, the corporation certainly was reaping the benefits therefrom. 
Thus this argument of the defendants cannot stand. Good intentions of 
the corporation do not absolve violations of a decree. McComb y. Jackson- 
ville Paper Co., 336 U.S. 187; Babee-Tenda Corporation v. Sharco Manu 
facturing Company, 156 F.Supp. 582, 115 USPQ 328 (48 TMR 469) 
(S.D.N.Y. 1957). 

Defendants’ further argument is that on the facts as set forth by the 









witnesses the decree itself has not been violated. They raise three points 





to support this contention. First, they point to the words in paragraph 5, 
“«“* * * where the purpose thereof * * * but the purpose is * * *.” De- 





fendants’ position is that the words “the purpose” mean sole purpose, and 
that if it was only one of the purposes of the defendants to try and sell 
the Morse rather than the Singer by advertising Singer in a lucrative 
fashion, the decree was not violated. Secondly, defendants point to the 
words in paragraph 5, “* * * that the advertiser follows any practice, 
such as: * * *” and thus three isolated instances raised by plaintiff do 
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not constitute a practice of doing the forbidden acts and the decree has 
not been violated. Defendants’ third argument is that prior to the reaching 
of a final accord on the wording of the consent decree, prior proposed 
decrees were rejected by the defendants as being too broad. Thus the 
defendants say that, in order to arrive at the correct interpretation of 
paragraph 5, the present decree should be read in conjunction with the 
wording of the prior decrees which were not accepted. 

The first two arguments noted above can be disposed of together. To 
reach the conclusion of defendants would require a tortured interpre- 
tation of paragraph 5. The paragraph should be read as a whole and 
the meaning derived from such a complete reading. When viewed in this 
context it is quite clear that any attempts to use the SINGER name to lure 
prospective customers for the sale of MORSE machines is a violation of 
paragraph 5. The frequency of such violations is not material. The three 
isolated instances raised by plaintiff are not necessarily the only viola- 
tions committed by the defendants, and in fact it is highly unlikely that 
they were the exception rather than the rule. In order to prove a vio- 
lation of a court decree of this type, one need not prove a massive assault 
on the decree by the defendant. The examples proved by plaintiff satis- 
factorily show that the defendant corporation flouted the edict of para- 
graph 5. Within paragraph 5 are eight examples of what would constitute 
prima facie violations of that paragraph. According to defendant’s argu- 
ment, defendant could have violated, one at a time, all eight of the 
kinds of examples referred to by the consent decree, yet not have violated 
this decree at all. Such a result would make the decree almost meaningless. 
The picture painted by the evidence indicates a violation regardless of 
the eight examples. However, several of those examples were in fact 
actual happenstances, as indicated by the testimony Examples 3, 6 and 8 
were borne out by the evidence. 

The third point raised by the defendants has no merit. Paragraph 5 
is clear and unambiguous in its content and portent. The eight examples 
listed therein further clarify the meaning and purpose of the injunction 
and do not leave it in ambiguity. Thus it would be entirely improper 
to interpret that paragraph by reference to prior writings which were 
debated back and forth, but were abandoned and not made part of the 
decree. This Court is called upon to determine whether a contempt of 
this deeree has occurred and this decree is quite clear and capable of 
adherence thereto by defendants and interpretation by the Court without 
regard to prior discussion. 

Having found defendant corporation in civil contempt, this Court 
will award reasonable costs and counsel fees to plaintiff for the prosecution 


of this contempt proceeding. The amount will not necessarily be based on 
the actual fees and costs but on what the Court determines to be reasonable 
under the circumstances. Sunbeam Corporation v. Golden Rule Appliance 
Co., 252 F.2d 467 (2 Cir. 1958). Counsel for plaintiff should submit an 
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affidavit listing the fees and costs as an aid to the Court in reaching its 
determination. 

Plaintiff also seeks to impose a fine on the defendant in the amount 
of the profits unfairly gained by the defendant. The Third Cireuit, in 
National Drying Machinery Co. v. Ackoff, 245 F.2d 192, 113 USPQ 300 
(47 TMR 827) and 114 USPQ 375 (47 TMR 1471) (1957), cert. den. 355 
U.S. 832, 115 USPQ 426, has made it clear that such fines are not proper 
in contempt proceedings without proof of actual injury to plaintiff re- 
sulting from the contempt. No such proof has been made here and thus 
this Court will not impose ‘any fine of this nature. 

Finally plaintiff seeks the imposition of an in terrorem fine, whose 
purpose is to put defendant on notice of what will be assessed against 
them for each and every future contempt of this decree. Primarily it is 
used as a deterrent. In deciding the amount of such a fine, the Court 
would appear to have to take into consideration the financial position of 
the defendant and the nature of the acts involved. In United States v. 
United Mine Workers, 330 U.S. 258, the Supreme Court set a figure to 
prevent continuation of an illegal strike and based the amount thereof on 
the financial position of the Union. Judge Learned Hand, in Sunbeam, 
supra, approved the use of an in terrorem fine in a ease similar to the 
one at bar. In the Ackoff case, the Third Circuit did not mention the 
use of an in terrorem fine, presumably because it was never dealt with 
by the Court below. However, in view of the holding, in Ackoff, which 
in effect limits a complainant to counsel fees for civil contempt by the 
defendant, it would appear that the use of an in terrorem fine would be 
justified to add to the slight deterrent effect that results from merely 
awarding counsel fees. Further, it would alleviate the fears of Chief 


Judge Biggs in the dissent in the rehearing in Ackoff, wherein he said: 


5D* 


“At most the injured party can recover attorneys fees and costs in a 
useless action in which he can receive no compensation whatsoever for 
the injury he has suffered.” p. 196, 114 USPQ at 376 (47 TMR at 
1473) : 


See also General Electric Company v. Waldman, 159 F.Supp. 576, at 581 
(W.D. Pa. 1958). 

But the Court at present does not have sufficient information to set 
the amount of the in terrorem fine which it intends to impose. It therefore 
requires both sides to submit their thoughts as to this amount when they 
appear for the entry of an order in conformity with this opinion. 

Since no punitive fine has been or could be levied on defendant, any 
hearing in mitigation (as requested by defendant) would be meaningless. 
Furthermore it is highly unlikely that such a hearing would be proper 
in civil contempt proceedings. McComb, supra; Babee-Tenda, supra. 
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It might be well to note also at this time that in reaching the con- 
clusions of fact herein the Court took into consideration that the primary 
witnesses for the plaintiff, who sought to purchase the SINGER rebuilt 


machine, were actually employees of Singer. 


The facts herein stated and the conclusions of law herein expressed 
shall be considered the findings of fact and the conclusions of law required 
by F.R.C.P. 52. 


Settle order on notice. 
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STATISTICAL TABULATING CORPORATION v. TASK FORCE, 
INCORPORATED, et al. 


61 Civ. 2859—D. C., S. D. N. Y.— October 2, 1961 — 
131 USPQ 11] 


500.58a—COURTS—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
700.2—EFFECT OF REGISTRATION—PRINCIPAL REGISTER 
Preliminary injunction denied. Plaintiff contended that 15 U.S.C. § 1057(b 
(Section 7b) justified the issuance of a preliminary injunction. The defendants 
alleged plaintiff’s registered service mark TASK FORCE for furnishing supplementary 
services in operating businesses and supplying office personnel was descriptive and 
had not acquired a secondary meaning. The court held there was no proof of 
probable irreparable damage to plaintiff and plaintiff’s contentions were not clearly 


sustained by the facts and law as to warrant summary disposition. 


Action by Statistical Tabulating Corporation v. Task Force, Incor- 
porated, Office Extras, Incorporated, and Consultants and Designers, In- 
corporated, for trademark infringement. Plaintiff moves for preliminary 
injunction. Motion denied. 


Bauer & Seymour (John L. Seymour of counsel) of New York, N.Y., for 
plaintiff. 

Ostrolenk, Faber, Gerb & Soffen (Sidney G. Fuber of counsel) of New 
York, N.Y., for Task Force, Incorporated, and Office Extras, Incor- 
porated. 


David M. Markowitz, of New York, N.Y., for Consultants and Designers, 
Incorporated. 


CASHIN, District Judge. 


This is a motion, brought on by an order to show cause, for a pre- 
liminary injunction restraining defendants from using the name TASK FORCE 
and any colorable variation thereof. 

Plaintiff is a Delaware corporation, with its office in Chicago, Illinois, 
and is the owner of all the stock of a corporation of the same name or- 
ganized under the laws of New York, having an office in New York City. 
Defendants, Task Force, Incorporated, and Office Extras, Incorporated, 
are wholly owned subsidiaries of defendant Consultants and Designers, 
Incorporated. All three defendants are New York corporations. The 
facts are essentially as follows: 

The plaintiff has used the name TASK FORCE in interstate commerce 
since about 1956 or 1957 in connection with furnishing supplementary 
services to its customers in key punching, bookkeeping, accounting, opera- 
tion of business machines and the supplying of temporary or supple- 
mentary office personnel. In November 1958, plaintiff obtained the reg- 
istration of TASK FORCE in the Patent Office. Plaintiff claims to have done 
extensive advertising in which the mark TASK FORCE was associated with 
“Statistical Tabulating Corporation” and its symbolic abbreviation stc. 
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Five advertising circulars were submitted as exhibits to this court, each 
of which was mailed to prospective and regular customers in the years 
1957, 1958, 1959, 1960 and 1961. Except for the year 1957 when 53,000 
circulars were mailed, there has been no evidence submitted as to the 
amounts mailed each year. The circulars contained such phrases as “In- 
troducing a New Kind of Task Force’, “Task Force Service”, “STC Task 
Force Service” and “One Worker or a Task Force”. 

On May 10, 1960, Office Extras, Incorporated, filed for a certificate 
of incorporation in New York to render services similar to the ones ren- 
dered by plaintiff. On March 17, 1961, the defendant, Task Force, Incor- 
porated, filed for a certificate of incorporation. The directors listed in the 
certificates of incorporation of both these corporations are the same, and 
the purposes of the two corporations are substantially the same. 

Plaintiff argues that it has already suffered irreparable damage and 
financial loss because confusion has arisen as to the ownership of the 
mark TASK FORCE and the origin of the services and that defendants 
are acquiring customers by the use of plaintiff’s mark. Plaintiff submitted 
the testimony of Elizabeth White, a personnel counselor of Task Force, 
a division of Statistical Tabulating Corporation. She testified that her 
job was to take and try to fill orders from clients for temporary help and 
that two of plaintiff’s clients, Ebasco and General Foods Corporation, had 
thought Task Force meant Office Extras, Incorporated, and did not asso- 
ciate it with plaintiff. Similarly, an official of the Columbia Broadcasting 
System called the Managing Director of plaintiff’s New York office and 
asked if Task Foree, Incorporated, was connected with plaintiff. 

Defendant claims that the name TASK FORCE, INCORPORATED was arrived 
at because personnel with military background happened to be associated 
with the parties involved and that neither of the three corporate defen- 
dants, nor any of their personnel, were aware of the claim of Statistical 
Tabulating Corporation to the mark TASK FORCE nor of the registration 
certificate. However, it should be noted that a Lauretta Daly, who was 
a Director of Personnel for plaintiff, left the plaintiff’s employ to enter 
that of defendant on or about November 12, 1959. Plaintiff claims that 
said Lauretta Daly had knowledge of plaintiff’s use of TASK FORCE, an 
allegation which Lauretta Daly does not deny. 

Defendants further allege that the term TASK FORCE is descriptive 
and that plaintiff, itself, has never regarded it as anything but descriptive. 
Moreover, defendants claim that plaintiff’s advertising has been sporadic 
and not sufficient for the term TASK FORCE to acquire a secondary meaning, 
and that there has been no showing of irreparable damage to plaintiff. 

Plaintiff contends that 15 U.S.C. §1057(b) justifies the issuance of 
the preliminary injunction. Under this section a certificate of registration 
of a mark on the principal register is made prima facie evidence of the 
validity of the registration, the registrant’s ownership of the mark and 
of registrant’s exclusive right to use the mark in commerce in connection 
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with the goods specified in the certificate, subject to any conditions and 
limitations stated therein. However, defendants have raised a troublesome 
point in claiming that TASK FORCE is a descriptive term and that plaintiff 
has not advertised sufficiently to have acquired a secondary meaning. 
Moreover, although plaintiff has claimed loss of customers, it has not shown 
any irreparable damage. 

It is well settled that the granting or denying of a temporary injune- 
tion is within the sound discretion of the trial court. Deckert v. Inde- 
pendence Corp., 1940, 311 U.S. 282, 290; Prendergast v. New York 
Telephone Co., 1923, 262 U.S. 43, 50. The party requesting the preliminary 
injunction bears the burden of establishing the right to such relief and 
that irreparable injury will probably result if it is not granted. Sims v. 
Greene (3 Cir. 1947), 161 F.2d 87, 89. Even so “The award of an 
interlocutory injunction by courts of equity has never been regarded as 
strictly a matter of right, even though irreparable injury may otherwise 
result to the plaintiff. * * * Even in suits in which only private interests 
are involved the award is a matter of sound judicial discretion, in the 
exercise of which the court balances the conveniences of the parties and 
possible injuries to them according as they may be affected by the granting 
or withholding of the injunction.” Yakus v. United States, 1944, 321 U.S. 
414, 440. 

From my inspection of the papers and exhibits before me, and after 
full consideration of the arguments of both sides, I am not convinced that 
plaintiff’s contentions are so clearly sustained by the facts and the law 
as to warrant a summary disposition of so important an issue. It seems 
advisable to have all the facts and circumstances as to the use of the 
mark TASK FORCE, the purposes and intents of the parties and the probable 
effect of continued use of the mark presented to the court before it would 
be justified in determining this issue. 

I find that the issue cannot be decided on the present motion. There 
is no proof of probable irreparable damage resulting from the denying 
of this motion. Should the plaintiff feel that irreparable injury might be 


suffered prior to the time when this case would ordinarily be reached for 


trial, it would seem appropriate, upon application, to later consider the 
necessity or advisability of an earlier listing of the case for trial. 
Motion for a preliminary injunction is denied. 


It is so ordered. 
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MEREDITH PUBLISHING COMPANY v. UNIVERSAL PUBLISHING 
AND DISTRIBUTING CORP. 


61 Civ. 2714—-D. C., S. D. N. Y.— October 6, 1961 — 
131 USPQ 113 


500.58b—COURTS—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 

Preliminary injunction denied. Plaintiff, publisher of the periodical titled 
BETTER HOMES and the magazine BETTER HOMES AND GARDENS brought a motion for 
preliminary injunction against defendant publisher of such magazines as FAMILY 
HANDY-MAN, SKI LIFE and GOLF to prevent defendant from distributing a book 
titled A NEW PORTFOLIO OF BETTER ARCHITECT-DESIGNED HOMES with the words 
BETTER and HOMES in red letters and the remainder of the title in lesser sized 
black letters. The court held a preliminary injunction should not issue as plaintiff 
had not proven any actual damage and it was not likely that confusion between 


the two publications would arise in the future. 


Action by Meredith Publishing Company v. Universal Publishing and 
Distributing Corp. for trademark infringement. Plaintiff moves for pre- 
liminary injunction. Motion denied. 


Cooper, Dunham, Dearborn & Henninger (John N. Cooper and Gerald W. 
Griffin of counsel) of New York, N.Y., for plaintiff. 

Swiger, Kelley, Harragan & Schott (J. Robert Ellner of counsel) of New 
York, N.Y., for defendant. 


CASHIN, District Judge. 

This is a motion, pursuant to Rule 65 of the Federal Rules of Civil 
Procedure, for a preliminary injunction enjoining defendant from using 
the words or designation BETTER HOMES on any of its publications. 

Plaintiff is a corporation of the State of Iowa, having its principal 
place of business in Des Moines, Iowa. Defendant is a New York corpora- 
tion and has a place of business in New York City. The facts are essen- 
tially as follows: 

Plaintiff has published a periodical titled BETTER HOMES since 1954 
and a magazine under the name and trademark BETTER HOMES AND GARDENS 
since August 1924. This monthly magazine is circulated throughout the 
United States and foreign countries and has a monthly circulation in excess 
of 5,300,000. Plaintiff has registered the trademarks BETTER HOMES AND 
GARDENS, “BETTER HOMES and Gardens” and BETTER HOMES in the United 
States Patent Office. 

Defendant is a general publisher of magazines and paper covered 
pocket sized books. Its regular publications include such magazines as 
FAMILY HANDYMAN, SKI LIFE and GOLF, and for the past ten years the 
defendant has also published many “books” known as Home Plan books. 
These are referred to by the defendant as books, even though they are in 
the form of a magazine, because they are published just once and not 


weekly or monthly. These “books” or magazines consist of a collection of 
between 25 and 50 home plans which professional architects have pre- 
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pared for actual building. Each of these “books” contains a mail order 
coupon through which the reader may purchase architectural plans of 
the homes illustrated in the “book”. The defendant has published over 
25 of these, the latest of which is the subject of this suit. These Home 
Plan books are distributed to newsstands all over the country, sell for 
between 50¢ and $1, and are left on sale for about six months, after which 
they are withdrawn. 

The work in question is titled A NEW PORTFOLIO OF BETTER ARCHITECT- 
DESIGNED HOMES with the words BETTER and HOMES in large red letters and 
the remainder of the title in lesser sized black letters. Immediately below 
the title the words “by William G. Chirgotis, Architect” are prominently 
displayed. It contains home plans and nothing more. The plaintiff's maga- 
zine, on the other hand, is much broader and contains various material 
on homes, gardens, interior decorating and various other miscellaneous 
material. The index of the September 1961 issue of BETTER HOMES AND 
GARDENS is divided up into subdivisions which are titled, “Building and 
Decorating”, “Handyman”, “Foods and Equipment’, “Gardening”, “Fea- 
tures and Child Care”, “Everyday Arts”, “Ideas in Action” and “Every 
Month”. 

It is well settled that the granting or denying of a temporary injune- 
tion is within the sound discretion of the trial court. Deckert v. Inde- 
pendence Corp., 1940, 311 U.S. 282, 290; Prendergast v. New York 
Telephone Co., 1923, 262 U.S. 43, 50. The party requesting the preliminary 
injunction bears the burden of establishing the right to such relief and 
that irreparable injury will probably result if it is not granted. Sims v. 
Greene (3 Cir. 1947), 161 F.2d 87, 89. Even so “The award of an inter- 
locutory injunction by courts of equity has never been regarded as strictly 
a matter of right, even though irreparable injury may otherwise result to 
the plaintiff. * * * Even in suits in which only private interests are involved 
the award is a matter of sound judicial discretion, in the exercise of which 
the court balances the conveniences of the parties and possible injuries to 
them according as they may be affected by the granting or withholding 
of the injunction.” Yakus v. United States, 1944, 321 U.S. 414, 440. 

Upon balancing the possible injuries to both sides, I do not feel that 
a preliminary injunction should issue. Plaintiff has not proven any actual 
damage or confusion. Moreover, I do not feel that it is likely that any 
confusion between the two publications will arise in the future. It should 
be further noted that in the instant case the granting of plaintiff’s motion 
would, in effect, be a final judgment since defendant would then have to 
recall all the unsold issues of its publication. In doing this, the handling 
of the “books” or magazines would make them unfit for reissue in the event 
defendant should prevail. The facts before me do not justify such drastic 
action. 

Plaintiff’s motion for a preliminary injunction is denied. 

It is so ordered. 
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S. E. MIGHTON COMPANY v. LA PRYOR MILLING CO. 
Appl. No. 6468 — CCPA — January 19, 1960 —124 USPQ 376 

300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 

PLEADING AND PRACTICE—EVIDENCE 

Court discusses proof of actual confusion by testimonial evidence; testimony 

of eight witnesses for opposer criticized and discounted. 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

DOG-E-DITE (Applicant) for dietary supplement preparation for feeding dogs. 

DOGGIE DINNER (Opposer) for food for dogs, cats and other animals. 


Opposition sustained. Marks evoke the same psychological reactions. 


Opposition proceeding No. 34,641 by S. E£. Mighton Company v. La 
Pryor Milling Co., application Serial No. 662,870 filed March 18, 1954. 
Opposer appeals from decision of Commissioner of Patents dismissing 
opposition. Reversed; Worley, Chief Judge, and Johnson, Judge, dis- 
senting without opinion. 

Case below reported at 48 TMR 890. 

Beverly W. Pattishall, Woodson, Pattishall & Garner, and W. Thomas 

Hofstetter, of Chicago, Illinois, for appellant. 

No appearance and no brief for appellee. 
Before Wor LEY, Chief Judge, and Ricn, Martin, SMITH, and JOHNSON 

(retired), Associate Judges. 


SMITH, Judge. 


Appellant, owner of the trademark DOGGIE DINNER for a food for dogs, 


eats and other animals (Reg. No. 568,482 issued Dec. 30, 1952), opposed 
the application of appellee to register DOG-E-DITE as a trademark for a 
vitamin and mineral dietary supplement preparation for feeding dogs. 
The present appeal was taken from a decision of the Assistant Commis- 
sioner affirming the dismissal of the notice of opposition by the examiner. 

As pointed out by the Assistant Commissioner at 116 USPQ 525, 526 
(48 TMR 890) : 


Opposer’s record shows that it and its predecessors have used 
DOGGIE DINNER continuously since 1927, and such use has been ex- 
tensive. Opposer has spent approximately $150,000 in advertising 
DOGGIE DINNER dog food since it acquired the mark in 1950. 

There is no question but that opposer enjoys a substantial good- 
will which is symbolized by the trademark DOGGIE DINNER. 

Although it is apparent that opposer’s dog food and applicant’s 
dietary supplement for dog consumption are not the same, they are 
nevertheless so related that they might well be produced by a single 
manufacturer. Average purchasers of the products of the parties are 
obviously the same, namely, dog owners, and the products are sold 
in the same types of retail outlets under substantially the same con- 
ditions and circumstances. The sole question, then, is whether or not 
applicant’s DOG-E-DITE so resembles opposer’s mark DOGGIE DINNER as 
to be likely to cause confusion or mistake of purchasers. 
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Testimony was taken by the opposer in support of the factual alle- 
gations in its notice of opposition. The Assistant Commissioner and the 
examiner found that this testimony was not entitled to any weight. We 
have considered the testimony and reviewed this holding below. While we 
think the testimony is of very little probative value, it should be con- 
sidered to the extent that it actually is proper evidence. 

The testimony as a whole fairly establishes facts upon which we 
can properly rely in arriving at the conclusions above quoted from the 
opinion of the Assistant Commissioner. However, on the question of con- 
fusion or mistake the evidence is of so little probative value that it is not 
entitled to, nor has it been given, any weight in arriving at our decision. 

There is nothing in the record upon which we can properly evaluate 
the testimony which was taken to support appellant’s allegations. Eight 
witnesses testified, but there is nothing to show how many were inter- 
viewed before these eight were selected. There is nothing to show what 
induced these persons to travel to Chicago in order to give their testimony. 
It strains the credulity of the court to believe that the first eight persons 
contacted spoke as one in asserting that they would be confused, and in 
spontaneously offering to testify in Chicago without, as one witness put it, 
being told “anything about anything.” 

The unidentified “Mr. Simitz” who contacted the witnesses did not 
testify as to whom he interviewed or what transpired during the inter- 
views. There is no evidence indicating that the witnesses were typical 
of the potential purchasers of the products involved. 

Much of the testimony is vague and indefinite, a substantial portion 
of it being given in answers to leading questions. 

If any party to an opposition proceeding desires to prove actual 
instances of confusion, or the absence of confusion, it should be done by 
competent, relevant and material evidence. The fact that, as here, one 
party may not appear and is not represented during the taking of tes- 
timony, does not waive the requirement that the proofs taken must con- 
form to the rules of evidence. Anything less than that imposes an unfair 
burden on the tribunals required to sit in judgment on the record and 


imposes an unwarranted expense and unjustifiable burden on the litigants. 
Finding, as we do here, that the testimony bearing on the issue of 


confusion is not acceptable as evidence, we give it no weight in deter- 
mining whether the use of the mark DOG-E-DITE on applicant’s goods is 
likely to cause confusion or mistake or to deceive purchasers. While we 
cannot rely upon the testimony of confusion before us, testimony of actual 
confusion is not required in opposition proceedings. Kautenberg Co. v. 
Ekco Products Co., 45 CCPA 761, 251 F.2d 628, 116 USPQ 417 (48 TMR 
763). We pass then to a consideration of the two marks. 

The Assistant Commissioner found that the marks DOGGIE DINNER 
and DOG-E-DITE do not look alike, and while finding that the first two syl- 
lables may sound somewhat alike, found that the latter portions of the 
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marks do not resemble each other in sound. While we agree that the 
marks do not look alike and have some difference in sound, we do not agree 
that these differences are sufficient to overcome the potential purchasers’ 
psychological reactions and mental associations produced by the marks. 
The connotations and imagery of the marks taken as a whole seem to us 
to produce psychological reactions and mental associations which are likely 
to cause confusion or mistake or to deceive purchasers. 

The two marks, although they may look different, both evoke the same 
basic reactions and call forth the same mental associations, i.e., that they 
relate to food products for dogs. The word pDoGaie and the term DOG-E, 
either when read or when spoken, leave no question (except perhaps when 
spelled “dogie” in Texas or other cattle raising areas) that the products 
are products intended for dogs. Technically, it is used in a somewhat 
fanciful way in both marks except as applied to food for small dogs. 
When used on food for cats and other animals the name bDocGIE is fanciful. 
The alliteration of DOGGIE DINNER is closely paralleled by that of DoG-E- 
DITE. The misspelling of the word “diet” as DITE in applicant’s mark does 
not change its meaning or significance. While admittedly the word DITE 
(diet) may not call forth the same pleasant psychological reactions and 
mental associations as does the word DINNER, they both communicate the 
idea of food. 

In such eases, ““A consciousness of the fallibility of human recollection 
must, of course, be paramount * * *, whether the resemblances in marks 
be primarily visual—‘look alikes’—auricular—‘sound alikes’—or psychologi- 
eal—‘respond alikes.’ Customer confusion involves, in the final analysis, 
matters of mistaken identity—and the considerations are not unlike those 
involved in cases of mistaken identity of people.” Leeds—*Trademarks 
—The Rationale of Registrability,” 26 George Washington L. Rev. 653, 
p. 660 (48 TMR 903). 

While the marks before use as presently used by the parties are visually 
dissimilar, this fact is not controlling. The auricular differences in the 
marks before us are outweighed by their auricular similarities. The sim- 
ilarities in the sound of the names when considered in connection with 
the similarities of the goods are sufficient to invoke the same psychological 
reactions and to produce the same response in at least some purchasers. 

These considerations are the reasons for our opinion that the mark 
DOG-E-DITE could not be used on applicant’s goods without being likely to 
create confusion or mistake or to deceive purchasers as to the source 
or origin of the goods. 

We. therefore, reverse the decision of the Assistant Commissioner. 


Wor.ey. Chief Judge, and JOHNSON, Judge, dissent. 














Webster’s Collegiate Dictionary defines “doggie” as 
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HAYMAKER SPORTS, INC. v. SKLAROFF BROTHERS, INC. 


Tm. Bd. — July 27, 1961 —131 USPQ 53 


300.23d—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
INTER PARTES OPPOSITION—PLEADING AND PRACTICE 
HVIDENCE 


Where opposer filed a copy of discovery deposition of officer of applicant 
together with exhibits but failed to file notice of reliance thereon, as provided in 


Trademark Rule 120(a) (3), the Board held that deposition or exhibits could not 
be relied upon for any purpose by either of the parties. 
200.82—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE ABANDONMENT OF APPLICATION 
750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
In an opposition proceeding, applicant corporation asserted priority of use of 
the trademark and trade name GAMS through a partnership until use was tempo 
rarily discontinued. The Board found that it had not been shown that any legal 


partnership and applicant corporation; that the 


partnership on advice of attorney, discontinued use of GAMS after a Patent Office 


relationship existed between the 


interference had been instituted against an application they had filed and held 
that whatever rights the partnership might have acquired in the trademark were 
abandoned because of non-use. 

100.2—CON FUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

GAMS (Applicant) for women’s and children’s hosiery and tights. 

GLAMOUR GAMS (Opposer) for combined blouse and leotards and leotards. 

Opposition sustained. The Board found the goods of the parties were in part 
identical and held in view of the identity of applicant’s mark GAMs to the suffix 
portion of opposer’s mark GLAMOUR GAMS it was likely that confusion would occur. 

300.2—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE (INTER 
PARTES)—OPPOSITION—IN GENERAL 
$00.2—CONFUSING SIMILARITY—IN GENERAL 

The applicant contended that confusion was unlikely because opposer’s mark 
GLAMOUR GAMS was used in close association with its house mark HAYMAKER. The 
3oard held this fact was immaterial to the question to be determined particularly 
since the mark shown in opposer’s registration was GLAMOUR GAMS alone. 

300.23—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 

(INTER PARTES)—OPPOSITION—PLEADING AND PRACTICE 

Applicant asserted that opposer was estopped from taking a position which 
was inconsistent with a prior position taken by opposer at the time opposer filed 
its application since there was a subsisting registration by another of the mark 
identical with applicant’s mark used on closely related products. The Board held 
any position which might have been taken by the opposer in a proceeding to which 
the applicant was not a party could not estop opposer from taking a different 
position in the present opposition proceeding. 


Opposition proceeding No. 39,518 by Haymaker Sports, Inc. v. Sklaroff 
Brothers, Inc., application Serial No. 51,510 filed May 12, 1958. Opposi- 
tion sustained. 

Arthur H. Seidel, of Philadelphia, Pennsylvania, for Haymaker Sports, Ince. 


Harry W. Steinbrook, of Philadelphia. Pennsylvania, for Sklaroff Brothers, 
Inc. 
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Before WALDSTREICHER, LEFKOWITZ, and SHRYOcK, Members. 


SHrRyocK, Member. 

An application has been filed by Sklaroff Brothers, Inc. to register 
GAMS for women’s and children’s hosiery and tights. Applicant asserts 
use since January 1, 1947 and April 18, 1958 for hosiery and for tights, 
respectively. 

Registration has been opposed by Haymaker Sports, Inc., registrant 
of GLAMOUR GAMs for combined blouse and leotards, and leotards.’ 

The record consists of the pleadings, applicant’s application, a copy 
of opposer’s registration, and testimony in behalf of both parties. Opposer 
has also filed a copy of the discovery deposition of an officer of the appli- 
cant corporation, together with accompanying exhibits, but since opposer 
has not filed a notice of reliance thereon as provided by Trademark Rule 
2.120(a) (3), it does not constitute a part of the record in this proceeding. 
Hence, the deposition and accompanying exhibits may not be relied upon 
for any purpose by either of the parties herein. See: Gard Industries, Inc. 
v. Minnesota Mining and Manufacturing Company, 119 USPQ 497 (49 
TMR 362) (TT&A Bd., 1958). 

According to the record, opposer is engaged in the manufacture of 
ready-to-wear apparel and has, since the spring of 1956, continuously 
marketed leotards (also known as tights) and combinations of leotards 
and blouses under the mark GLAMOUR GAMs. These products have been 
extensively advertised under the mark in magazines of nationwide circu- 
lation, newspapers, and in various other media. For the period from 
1956 to 1960, opposer’s net sales of GLAMOUR GAMS were in excess of 
$300,000. 

Applicant’s record consists of the testimony of an officer of the cor- 
poration, Sidney Sklaroff, and shows that the present applicant, Sklaroff 
Brothers, Ine., was incorporated in 1932, and was apparently a family 
corporation whose stock was owned by two brothers and their parents. 
Upon the death of the parents, the two brothers, Louis and Sidney Sklaroff, 
became the owners of the entire stock of the corporation, and, at some 
undisclosed date thereafter, they also commenced doing business as a 
partnership. In January 1947, this partnership obtained a Certificate of 
Assumed or Fictitious Name from the State of Pennsylvania to conduct 
business under the trade name GAMs, and, at approximately the same time 
advertised in The Billboard magazine and in The New York Times over 
this trade name that it had nylon hosiery available for bulk sales. Imme- 
diately thereafter the partnership received several orders and inquiries 
from various business establishments relative to the purchase of nylon 
hosiery. While there is testimony that these orders were filled by the 
entity Gams, the record is inconclusive as to whether a trademark was 
either applied to the goods or to the containers therefor. In January 





1. Reg. No. 641,447, issued Feb. 12, 1957. 
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1949, the partnership filed an application? in the Patent Office to register 
GAMS for hosiery. Following publication thereof, an interference was in- 
stituted between this application and the application of an individual, 
Courtney Hafela,* who was also seeking to register Gams for hosiery.‘ 
In January 1952, the party Hafela was adjudged the prior user of the 
mark GAMs, and the partnership, on the advice of its attorney, discon- 
tinued use of GAMS as a trademark, and, insofar as the record discloses, 
also as its trade name. In April 1958, after being notified by its attorney 
that Hafela had discontinued use of the mark in question, the applicant 
corporation made several sales of hosiery and one sale of tights under 
the mark Gams. In May 1958, Sklaroff Brothers, Ine. obtained a certificate 
from the State of Pennsylvania to conduct business under the fictitious 
name GAMS and immediately thereafter, filed the present application 
for registration. Later, when Registration No. 557,472 was cited as a 
reference against applicant by the Examiner of Trademarks, applicant 
brought a petition for cancellation,’ and this registration was canceled 
on a default judgment in August 1959. 

Applicant takes the position that its priority of use, as against opposer, 
has been established because of the use of GAMs by the partnership from 
1947 until it “temporarily” discontinued use thereof in 1952. It has not 
been shown, however, that any legal relationship exists, or existed, between 
the partnership and applicant corporation or that any use by such part- 
nership of GAMS as a trade name or trademark inured to the benefit of 
applicant. It is clear from the record that no use was made of the term 
GAMS by the applicant corporation prior to 1958. Moreover, it is apparent 
from the record that whatever rights the partnership might have acquired 
by its use of the term Gams during the late 1940’s and, possibly the early 
1950’s, were abandoned due to subsequent nonuse thereof. See: Societe 
Anonyme Marne et Champagne v. Myers, 116 USPQ 153 (48 TMR 756) 
(CCPA, 1957); American Photographic Publishing Company v. Ziff-Davis 
Publishing Company, 57 USPQ 362 (33 TMR 308) (CA 7, 1943); and 
Valley Paper Company v. M. M. Elish & Co., Inc., 101 USPQ 347 (44 
TMR 1115) (Comr., 1954). 


It must be concluded that, as between the parties, the opposer is 


the prior user of its mark. The only question remaining for consideration 
is that of likelihood of confusion in trade. 


The goods of the parties are in part identical and otherwise closely 
related in kind. As to the marks, in view of the identity of applicant’s 
mark GAMs to the suffix portion of opposer’s mark GLAMOUR GAMS, it is 
believed that purchaser confusion would be more than likely to occur. 


. No. 4,5% 
Ser. No. 5 
Can. No. 
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Applicant contends that confusion would be unlikely because op- 
poser’s GLAMOUR GAMS, as shown in its advertising and on its labels, is 


always used in close association with its house mark HAYMAKER, and that 
purchasers would look to this composite mark rather than to the term 
GLAMOUR GAMS alone to identify opposer’s products. The fact that opposer 
may use its house mark in association with GLAMOUR GAMS is immaterial 
to the question to be determined, particularly where, as here, the mark 
shown in opposer’s registration is GLAMOUR GAMS alone. See: Cities Service 
Oil Company v. A. W. Chesterton Company, 127 USPQ 459 (51 TMR 
332) (TT&A Bd., 1960), and eases cited therein. 

It is further contended by applicant that since opposer filed its ap- 
plication for registration of GLAMOUR GAMSs in the Patent Office at a time 
when there was a subsisting trademark registration by another of the mark 
GAMS,° it did not regard these marks, as used on goods closely related 
in kind, as confusingly similar at that time, and that opposer is now 
estopped from taking a position here which is inconsistent with the po- 
sition taken in such proceeding. Any position which might have been 
taken by the opposer in a proceeding to which this adversary is not a party, 
however, could not estop opposer from taking a different position herein. 
See: Roger & Gallet v. Johann Maria Farina gegenuber dem Neumarkt, 
122 USPQ 292 (49 TMR 1223) (TT&A Bd., 1959), and cases cited therein. 


DECISION 


The opposition is sustained; and registration to applicant is refused. 





6. Reg. No. 557,472, issued Apr. 15, 1952. 





PART Ill 





A. SMITH BOWMAN AND SONS, INC. v. SCHENLEY DISTILLERS, INC. 
No. 2199—D. C., D. Del. — Jan. 6, 1961 — 128 USPQ 137 


500.76a—COURTS—PLEADING AND PRACTICE—DEFENSES—IN GENERAL 

Defense of unclean hands may be properly raised in trademark liti- 
gation because a paternalistic protection of the public has traditionally 
been a purpose of equity in this field of litigation. 
500.73—COURTS—PLEADING AND PRACTICE—MOTIONS 
VIRGINIA GENTLEMAN (Plaintiff) for bourbon whiskey. 

AMERICAN GENTLEMAN and INDIANA GENTLEMAN (Defendant) for bourbon 
whiskey. 

Plaintiff’s theory, potential confusion of product source, raises a ques- 
tion of law; however, such a question must be decided on adequate facts. 
Where plaintiff has presented minimal supporting facts, Court refuses 
to grant summary judgment, and determination of the legal issue must 
await a full dress trial. 

For subsequent opinion, granting plaintiff a permanent injunction 
after trial, see 51 TMR 943, 180 USPQ 327. 





AMERICAN TRAMPOLINE COMPANY v. AMERICAN TRAMPOLINE 
CORPORATION OF N. Y. 


D. C., S. D. N. Y.— Oct. 4, 1960 —128 USPQ 140 


500.76e—COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES 
AND ACQUIESCENCE 

500.11—COURTS—BASIS OF RELIEF—IN GENERAL 

AMERICAN (Plaintiff) for trampoline equipment. 

AMERICAN (Defendant) for trampoline equipment. 

The proof of infringement is overwhelming. Contrary to defendant’s 
allegations, it appears that plaintiff did not give its consent, permission 
or approval, expressly or impliedly, to defendant’s infringing acts. Thus, 
on any balance of relative hardships, the scales tip decidedly in favor of 
plaintiff who stands to lose much were defendant to resume (now subject 
to a temporary restraining order) using its name, while defendant, as a 
newcomer, stands to lose relatively little. On the basis of the entire record, 
there is more than a reasonable probability that plaintiff will prevail upon 
the trial of this matter on the merits. 
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INTEGRITY MAGNESIA CORPORATION vy. THE MIFFLIN, 
McCAMBRIDGE COMPANY 


No. 28958 —D. C., E. D. Pa. — Oct. 4, 1961 — 131 USPQ 115 





500.75—COURTS—PLEADING AND PRACTICE—DECLARATORY JUDGMENT 


SUITS 


Plaintiff’s motion to strike counterclaim denied. Defendant filed a 
counterclaim for a declaratory judgment seeking to cancel plaintiff’s reg- 
istration. Plaintiff moved to strike off counterclaim on the ground there 
was no justiciable issue. The court held that there clearly existed a con- 
troversy of a justiciable nature since plaintiff’s action was for infringement 
of plaintiff’s trademark and the counterclaim for declaratory judgment 
was merely another aspect of that controversy. 





L. & C. HARDTMUTH, INC. v. FABRIQUE SUISSE DE CRAYONS 
CARAN D'ACHE S.A. 


Appl. No. 6670 — CCPA — Mar. 8, 1961 — 129 USPQ 103 


300.43—REGISTRATION PROCEDURE (INTER PARTES)—APPEALS—COURT 
OF CUSTOMS AND PATENT APPEALS 

The Court will consider only issues argued in briefs and regard all 
others as abandoned. 
400.2.—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
TECHNICRAYON and TECHNIFLEX (Opposer) for pencils of all kinds. 
TECHNOGRAPH (Applicant) for pencils, leads and lead-holders. 

Decision dismissing the opposition is reversed. The resemblance of 
the marks is such that if they were used on similar pencils there would 
be likelihood of confusion; TECHNI- and TECHNO- are arbitrary as applied 
to pencils, and are the dominant portion of the marks, and since opposer 
has two TECHNI- marks for pencils, TECHNOGRAPH might be thought to be 
an addition to the line. 
500.2—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

IN GENERAL 

Applicant, as the newcomer, must bear the burden of staying clear 
of opposer’s established rights. 

Case below reported at 50 TMR 192. 
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WEAVER MANUFACTURING COMPANY vy. THE JOYCE-CRIDLAND COMPANY 
Tm. Bd. — Feb. 





18, 1960 — 124 USPQ 382 









400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


TWIN-MASTER (Registrant) for motor vehicle hydraulic lifts. 
TWIN Post (Petitioner) for pressure and hydraulic operable lifts for 







vehicles. 














Petition granted. Marks are obviously quite similar as applied to 


directly competitive goods. 








JET-PAK, INC. v. UNITED STATES PLYWOOD CORPORATION 
Tm. Bd. — Feb. 19, 1960 — 124 USPQ 385 






300.23—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE 

300.33—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 

PLEADING AND PRACTICE 











A reply to a request for affirmative relief by way of cancellation may 
not include an independent request for affirmative relief by way of | 






cancellation. 
A request for affirmative relief by way of cancellation, even if pleaded | 

defensively, constitutes a counterclaim for cancellation; such pleading | 

must be verified and must be accompanied by the statutory fee. 

See also 50 TMR 99. 








SOUTHLAND COFFEE COMPANY, INC. v. THE CHOC-CAFE SALES COMPANY 
Tm. Bd. — Feb. 19, 1960— 124 USPQ 386 







400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 










CHOC-CAFE (Registrant) for powdered chocolate flavored coffee composition. 
CHICAFE (Petitioner) for a soluble product of coffee and chicory. 







Petition sustained. Goods are likely to originate with a single pro- 
ducer; marks are substantially similar in sound. 
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MINNESOTA MINING AND MANUFACTURING COMPANY v. 
CROWN 400 CORPORATION 


Tm. Bd. — Feb. 19, 1960 — 124 USPQ 388 


100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
100.4—CONFUSING SIMILARITY—CLASS OF GOODS 


scoTty (Applicant) for mops. 
SCOTCH, SCOTCH-BRITE and other scoTcH prefix marks (Opposer) for dusting 
cloths, scouring pads and a wide variety of goods for industrial and/or 


general use. 


Opposition dismissed. Marks and goods are sufficiently different to 


avoid likelihood of confusion. 





IN RE THE BRITISH AMERICAN OIL COMPANY, LIMITED 
Tm. Bd. — Dec. 23, 1960 — 128 USPQ 45 


200,26—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
NON DESCRIPTIVE MARKS 
Applicant’s contention that confusion in trade is unlikely because 
VELVET is entitled to only a narrow scope of protection cannot prevail, 
notwithstanding reference to over 150 registrations for marks consisting 
of or comprising the term VELVET for a variety of products, because none 
of those registrations are for goods of the character disclosed in applicant’s 
application and, thus, are insufficient to show that VELVET is in any way 
lacking in distinctiveness as applied to such goods. 
200.31—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SIMILARITY OF GOODS 
Purchasers would attribute a common origin to gasoline and lubri- 
eating oils and greases if sold under the same or similar marks. 
200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
CONFUSINGLY SIMILAR MARKS 
VELVET 98 (Applicant) for gasoline. 
VELVET P (Cited Registration), fancifully arranged, for lubricating oils 


and greases. 


Registration refused. While applicant’s mark and the mark disclosed 
by the registration are dissimilar in appearance, the registrant’s goods 
would more than likely be called for and remembered by the notation 
VELVET P, and VELVET 98 so resembles VELVET P that confusion is likely to 


occur. 
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IN RE HELENE CURTIS INDUSTRIES, INC. 
Tm. Bd. — Jan. 16, 1961 — 128 USPQ 163 


200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
TRADEMARK USE—IN GENERAL 

The question whether words identify applicant’s product and distin- 
guish it from like goods of others is one of fact. No presumption can be 
made that the words in question perform no other function than to serve 
as the name of applicant’s goods merely on the basis of applicant’s failure 
to employ a common name for the product on its labels. On the record it 
is concluded that BEAUTY NET serves as a trademark rather than as the 
name of the product. 
200.31—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 

SIMILARITY OF GOODS 

If hair spray were marketed under the same or similar mark as hair 
conditioning creme and hair color rinse, purchasers would be likely to 
assume that they emanate from a single source. 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
BEAUTY NET (Applicant) for hair spray. 

BEAUTY SET (Cited Registration) for hair conditioning creme and hair 
color rinse. 

Although BEAUTY is a common prefix for both marks and has been 
extensively adopted by others as a part of cosmetic preparation trade- 
marks (more than 40 third party registrations cited by applicant), the 
marks in their entireties are so similar in sound and appearance that 


purchaser confusion is more than likely to result. 


MINE SAFETY APPLIANCES COMPANY v. SPEARS, 
doing business as N-S ENTERPRISES 


Tm. Bd. — Jan. 16, 1961 — 128 USPQ 164 


100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
SOUNDSCOPE (Opposer) for sound level meters and sound analyzers. 
SONDASCOPE (Applicant) for stethoscopes. 

SONDASCOPE is substantially similar to SOUNDSCOPE in sound, appear- 


ance and connotation. The marks create the same commercial impression. 


200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
SIMILARITY OF GOODS 

While the products are non-competing and non-interchangeable, the 

question is whether there is any likelihood of confusion as to source of 

origin. Purchasers of the products could well be the same, even though 

different channels of trade may be used to reach the purchasers, a practice 

which could change at any time, and although they could tell the products 
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apart, there is no evidence that the purchasers are equally well-informed 
as to trademarks. 
Dissent by Lefkowitz, Member. 





THE TAS-T-NUT COMPANY v. VARIETY NUT & DATE COMPANY 
Tm. Bd. —Jan. 16, 1961 —128 USPQ 166 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
TAS-T-NUT (Opposer) for nut meat products. 
PIC-A-NUT (Applicant) for nut meats. 

The marks are alike insofar as each consists of 7 letters, end with NUT 
and the middle letters are separated from the others by hyphens. How- 
ever, it is concluded that they do not resemble each other as to be likely 
to cause confusion, mistake, or deception of purchasers because of the 
nature of the word NuT when applied to the goods in question, the fact 
that the hyphenation of marks, in view of third party registrations of 
record, is not original or exclusive with opposer; and the differences in 
the initial portions of the marks. 





300.283d—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

The fact that applicant knew of opposer’s mark at the time it adopted 
and began to use the mark is of no moment in view of the holding the marks 
are not confusingly similar. 


300.23e—REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 

It is unnecessary to pass on applicant’s estoppel defense; however, 
since this is the first opportunity for opposer to object to registration by 
applicant of PIC-A-NUT, this defense is unapplicable. 





THE PROCTER & GAMBLE COMPANY v. ARKWRIGHT 
MERCHANDISING CORPORATION 


Tm. Bd. — Mar. 16, 1961 —129 USPQ 297 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

CHARM HOUSE (Applicant) for card table covers, tablecloths of paper or 
like materials, cleansing tissue, paper towels, toilet paper, paper napkins, 
shelf paper and wallpaper. 

CHARMIN (Opposer) for toilet tissue and for toilet paper, paper towels, 
and paper napkins. 


Opposition dismissed. Although the initial portion of applicant’s mark 
is embodied in that of opposer, these marks, when considered in their 
entireties, neither look nor sound alike, nor do they have similar con- 
notations. 
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IN RE THE SUPERIOR ELECTRIC CO. 
Tm. Bd. — Apr. 21, 1961 — 130 USPQ 39 


200.19b>—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
FEATURE OF GOODS—ORNAMENTAL FEATURES 


Decision of Examiner refusing registration is affirmed. The fact that 
applicant’s design is decorative in nature does not constitute a bar to 
registrant, but registration is refused since there is nothing in the record 
to show the design has been promoted by applicant as a trademark or is 
recognized by purchaser as anything other than an ornamental embel- 


lishment or a fanciful position indicator for the goods. 





IN RE MANVEST, INC. 
Tm. Bd. — Apr. 21, 1961 —130 USPQ 40 


200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
CONFUSINGLY SIMILAR MARKS 


Application filed to register SQUIRETOWN for men’s sport coats which 
was refused on the basis of TOWN SQUIRES, previously registered to another, 
for men’s shoes. 

Refusal of registration is overruled. Fact that two marks are reverse 
combinations is not necessarily conclusive on the question of likelihood 
of confusion. Differences in the marks and goods and the fact that ap- 
plicant has letter of consent from registrant resolved any doubt as to 


confusion in trade in applicant’s favor. 





BYER-ROLNICK HAT CORPORATION v. ATSONS PRODUCTS CORPORATION 
Tm. Bd. — Apr. 21, 1961 — 130 USPQ 41 


300.33e—REGISTRATION PROCEDURE (INTER PARTES CANCELLATION 
PLEADING AND PRACTICE—DEFENSES 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


COM-FOAMATIC (Registrant) for spools of a strip made up of laminations 
of rubber and fabric, short lengths of which strip are used as a sweat- 
band for hats and caps. 


CONFORMATIC (Petitioner) for men’s hats. 

Petition to cancel granted. Because of practice of hat manufacturers 
to display registrant’s mark as a part of their finished product and sub- 
stantial similarities between the marks in appearance and sound, purchasers 
familiar with hats bearing CONFORMATIC are likely to assume that hats 
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bearing COM-FOAMATIC on sweatbands originate with petitioner. Respon- 


of acquiescence and laches is not substantial since 


dent’s defense 
suffered undue 


respondent’s proofs are insufficient to show that it has 


prejudice from petitioner’s delay of 22 months in bringing this proceeding 


which might give rise to an estoppel. 





LEVI STRAUSS AND COMPANY v. THE H. D. LEE COMPANY, 
INCORPORATED 


Tm. Bd. — Apr. 25, 1961 —130 USPQ 46 
300.2—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
DESCRIPTIVE AND GENERIC MARKS 


200.57- 


Opposition dismissed. Opposer’s use of WESTERN in its ordinary sense 
as Western Overalls or Western Style “Overalls” would not lead customers 
to associate applicant’s products sold under the mark LEE WESTERNER 


with it. The term WESTERNER describes the person and not the product. 





IN RE SOLAR ELECTRIC CORPORATION 
Tm. Bd. — Apr. 26, 1961 —130 USPQ 47 


PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 

230.2—PATENT OFFICE PROCEEDINGS (EX PARTE)—APPEALS 
TRADEMARK TRIAL AND APPEAL BOARD 


2900.17 





Refusal of registration affirmed. Applicant sought te register Two 


2 YEAR as a trademark for light bulbs, some of which are guaranteed to 
burn for two years of normal use. The Board held that this term was 
only used in its primary descriptive sense in applicant’s advertising ma- 
terial, and there was nothing to suggest in the record that it would have 


any other connotation to purchasers. 





KUHLS v. FAR WEST PAINT MFG. CO. 
Tm. Bd. — Aug. 4, 1960 —131 USPQ 128 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
ELASTO-SEAL (Registrant) for a caulking and siding compound. 


ELASTIC (Petitioner) for a composition for glazing, caulking, pointing and 
filling seam in any kind of construction whether of wood, metal or other 


material. 





wu 
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Petition for cancellation dismissed. The Board found petitioner’s mark 
ELASTIC was not entirely arbitrary but possessed a highly suggestive if not 
descriptive connotation, and in this light held confusion between the marks 
ELASTIC and ELASTO-SEAL when considered in their entirety unlikely. 





ROMAN MEAL COMPANY v. HUNT FOODS AND INDUSTRIES, INC. 
Tm. Bd. — Sept. 7, 1961 —131 USPQ 236 


300.283—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE 


Opposition dismissed. Where opposer failed to file copies of its pleaded 
registration and applicant in its answer denied opposer’s allegation of 
ownership thereof, opposer’s record consisting only of its pleading, the 
Board held that opposer had failed to sustain its burden of proof. 





SUNWAY FRUIT PRODUCTS, INC. v. PRODUCTOS CASEROS, S.A. 
Com'r — June 16 and July 15, 1960 —130 USPQ 33 


300.23b—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—ANSWER 
300.41—REGISTRATION PROCEDURE (INTER PARTES)—APPEALS— 
COMMISSIONER OF PATENTS 
100.44—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
SEC. 14 
200.983—PATENT OFFICE PROCEEDINGS—TRADEMARK RULES 


Applicant filed an answer to opposition containing a paragraph re- 
questing cancellation of a registration alleged to be owned by opposer 
which was stricken by Patent Office for the reasons that it was in the 
nature of a counterclaim and was not accompanied by the statutory fee 
and was not verified. Applicant submitted that said paragraph was in- 
cluded in the Answer under Rule 2.106(b) and petitioned Commissioner 
to exercise supervisory authority to reinstate said paragraph. Petition 
denied. Requests to cancel are governed by Section 14 of Trademark Act 
which provides that any one paying prescribed fee may apply to cancel. 
Statutory requirements cannot be waived by the rules. As to absence of 
verification, the statute does not require verification of an application to 
eancel nor does Rule 2.106 require verification of an answer to a notice 


of opposition. 
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THE KROGER CO. v. COUNTRY CLUB ICE CREAM COMPANY 
Com'r — May 25 and June 20, 1961 — 130 USPQ 34 


300.33e—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—MOTIONS 
300.41—REGISTRATION PROCEDURE (INTER PARTES)—APPEALS— 
COMMISSIONER OF PATENTS 
100.44—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
SEC. 14 
200.93—PATENT OFFICE PROCEEDINGS—TRADEMARK RULES 


Petition to Commissioner to exercise supervisory authority to set aside 
decision of Trademark Board denying respondent’s motion to strike peti- 
tion for cancellation for the reason that it was signed by petitioner’s at- 
torney and not signed nor verified by petitioner as required by Rules 
2.111 and 2.112. Petition granted. Under requirement of Rule 2.112 peti- 
tion for cancellation must be signed by petitioner and verified. Decision 
in Sunway Fruit Products, Inc. v. Productos Caseros, S.A. (51 TMR 1289), 
constitutes dicta limited to situations where request for cancellation is 
embodied in an answer to notice of opposition under Rule 2.112. 

On reconsideration, petitioner will have a reasonable time to file a 
verification. Section 14 of the Act does not bar action under Rule 2.113 
to allow a reasonable time for correcting the informality. Rule 2.148 is 
to be applied only in “extraordinary situations when justice requires”’. 


TT 
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